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In A.C. Aukerman Co. v. R.L. Chaides Construction Co.,1 the Federal Circuit considered laches and estoppel. Both were
confirmed as affirmative defenses in patent litigation. The appellate court, however, tweaked the long-established laches
presumption that arises after six years of delay. This article compares what Aukerman said about the way it changed laches to
how subsequent panel opinions have applied it.
I. The Historical Evolution of Laches
A. The Relevant Statutory Framework
Section 286 of Title 35 of the U.S.C. limits recovery for patent infringement to that occurring in the six years prior to the date
suit is filed.2 It is not, however, a true statute of limitations in the sense of barring an action for infringement after the passage
of six years.3 Indeed, Aukerman explained that in the Federal Circuit “laches is routinely applied within the prescribed statute
of limitations period for bringing the claim.”4
The historical perspective provided in Campbell v. City of Haverhill5 sheds light on why equitable *88 defenses have long
been recognized in patent litigation.6 Campbell was an action at law for patent infringement decided at a time when there was
no applicable federal restriction on stale patent litigation. The accused infringer asserted as a defense a six-year state statute
of limitations applicable to tort cases. Relying on the federal courts’ exclusive jurisdiction over patent suits, the patentee
argued conversely that no time constraints were applicable.7 The Supreme Court rejected the patentee’s argument, and
focused instead on the prejudice resulting from delay:
Unless . . . [the state statute of limitations applies] we have the anomaly of a distinct class of actions
subject to no limitation whatever; a class of privileged plaintiffs who, in this particular, are outside the

pale of the law, and subject to no limitation of time in which they may institute their actions. The result is
that users of patented articles, perhaps innocent of any wrong intention, may be fretted by actions brought
against them after all their witnesses are dead, and perhaps after all memory of the transaction is lost to
them. This cannot have been within the contemplation of the legislative power.8
Two years later, Congress enacted 29 Stat. 694, providing a six-year moving window for past damages in patent suits,
whether at law or in equity.9 Nevertheless, laches thereafter remained a recognized defense both in the equitable form of
patent litigation and in patent actions at law for damages.10 In 1915, Congress enacted 38 Stat. 956, codified as 28 U.S.C. §
398, which authorized equitable defenses to be interposed in actions at law.11 Courts relied upon this provision in applying
laches (an equitable defense) to bar stale patent damage actions.12 Section 398 subsequently was deleted from Title 28 as
surplusage when Fed. R. Civ. P. 2 abolished the procedural distinctions between actions at law and suits in equity.13 However,
because Rule 2 provides the same procedural rights previously set forth in § 398,14 the right to interpose the equitable defense
of laches in patent litigation remained viable.15
The continued availability of laches as a defense--whether the action is legal or equitable--also appears to be what Congress
intended in the 1952 Patent Act.16 Thirty-five U.S.C. § 282 sets forth the defenses which may be raised in an action involving
the validity or infringement of a patent, including “noninfringement, absence of liability for infringement, or
unenforceability.” The word “unenforceability” was “added by amendment in the Senate for greater clarity,” with the purpose
of including “equitable defenses such as laches, estoppel and unclean hands.”17
It therefore appears clear that, at least since 1915, laches and estoppel have been available as defenses in actions for patent
infringement, whether the action is purely one for past damages or whether it also seeks post-filing damages or injunctive
relief or both.
B. Evolution of the Laches Presumption
Laches is an affirmative defense.18 The defendant must show “(1) the [[[patentee] delayed filing suit *89 for an unreasonable
and inexcusable length of time from the time the plaintiff first knew or reasonably should have known of its claim against the
defendant and (2) [that such] delay operated to the [defendant’s material] prejudice.”19 Nevertheless, patentees who delayed
unreasonably in filing suit long have been required to explain their inaction.20
In a 1928 opinion, George J. Meyer Manufacturing Co. v. Miller Manufacturing Co.,21 the Seventh Circuit discussed the
interplay of laches and estoppel.22 The appellate court recognized that it may be in the patentee’s financial business interest to
unreasonably delay suit.23 Balancing fairness to the patentee against fairness to the accused infringer, the Seventh Circuit
reasoned that in such situations damages for infringement committed prior to suit should be withheld, but prospective relief
should not. Turning to the facts of the case, the reviewing court held that the 15-year delay was sufficiently long as to require
the patentee to offer explanation.24 Not only did the patentee fail to do so, but the court found misleading silence. Laches and
estoppel were established.25
Years earlier, in Lane & Bodley Co. v. Locke,26 the Supreme Court had placed the burden on the patentee to show excuse for
delay.27 The plaintiff had permitted at least eight years to lapse before filing suit. During much of that time, he had been
employed by the defendant and knew that the defendant had used the patented invention continually. The patentee forewent
any complaint of infringement in the hopes of preserving then-existing “amicable relations” with the defendant/employer.
Such “amicable relations” apparently resulted in the patentee’s continued employment at a salary which was larger than any
amount he would have been entitled to if he had only been paid a royalty. Suit was filed only after his employment ceased.
The Court concluded that this explanation was worse than no explanation, viewed it as tantamount to being a
misrepresentation, and concluded that the patentee had not carried its burden of excuse.28
From 1936 until the creation of the United States Court of Appeals for the Federal Circuit, the federal appellate courts had
almost uniformly recognized and adopted the rebuttable presumption that a delay of more than six years was prejudicial and
unreasonable.29 Since 1982, at least seven panels of the Federal Circuit recognized the availability of that presumption.30 The
effect of the laches presumption is to prima facie establish unreasonable delay and prejudice.31
However, although numerous cases had required the patentee to carry the burden of explaining delay in excess of the
statutory yardstick, the Aukerman court concluded that as of August 1, 1975 the nature of this presumption was changed by
FED. R. EVID. 301:

*90 [A] presumption imposes on the party against whom it is directed the burden of going forward with
evidence to rebut or meet the presumption, but does not shift to such party the burden of proof in the
sense of the risk of nonpersuasion, which remains throughout the trial upon the party on whom it was
originally cast.
Aukerman announced that, under this rule, “a presumption is not merely rebuttable but completely vanishes upon the
introduction of evidence sufficient to support a finding of the non-existence of the presumed fact.”32 How this only
recently-discovered “bursting bubble” laches presumption operates is discussed in the next section.

II. Substantive Elements of Laches
Laches bars recovery of damages for infringement which occurs prior to the filing of suit, and is a matter within the trial
court’s discretion based on consideration of all of the facts in a particular case.33 There are two elements to laches: (1) that the
patentee knew or should have known of the infringement and with such knowledge failed for an unreasonable and
inexcusable period of time to assert its patent claims against the infringer; and (2) that the accused infringer was materially
prejudiced by this delay.34
A. The Delay Period
Determining the length of the delay involves two sub-issues: (1) when did the period of delay start to run; and (2) when did
the period of delay end? The delay period begins to run when a “patentee knew, or in the exercise of reasonable diligence
should have known, of the alleged infringing activity.”35 The patentee, however, need not have complete factual knowledge
of the allegedly infringing conduct. Time starts to run when the patentee is aware of sufficient facts to form a reasonable
belief that some infringing conduct exists.36
The delay period ends no later than the date of the filing of suit.37 The length of time which may be deemed unreasonable is
specific to the facts of each case. A delay period of as little as three years may be sufficient to meet the delay aspect of
laches.38 Conversely, the patentee may offer justification for any delay, which a court must also consider.39
Over the years, various excuses have been proffered to explain some (or all) of the patentee’s delay in filing suit.
Involvement in other enforcement litigation is one common example. However, the alleged infringer must have had
knowledge of (1) the existence of the other litigation and (2) the intent of the patentee to enforce its rights against the
infringer at the conclusion of the other litigation.40 Ongoing bilateral licensing negotiations is another common excuse.41
Various other excuses have been offered *91 over the years, and when properly raised by the patentee, must be considered by
the trial court.42
B. Material Prejudice
Material prejudice may be either litigation prejudice or business prejudice.43 Litigation prejudice includes the inability of
witnesses to remember facts accurately, the loss or destruction of relevant records and the death of a witness.44 Moreover,
litigation prejudice does not require that the event have occurred during the laches period. In Gillons v. Shell Co. of
California,45 the inventor was unable to recall events that had occurred prior to the asserted laches period. The passage of
time during the laches period had further dimmed his memory, to the infringer’s material prejudice.46
Business prejudice includes such activities as significant relevant business expansion or capital investment during the laches
period.47 However, the business prejudice must have “resulted from” a patentee’s delay. Aukerman emphasized that prejudice
“resulting from” delay is different from prejudice occurring “in reliance upon” delay.
An infringer can build a plant being entirely unaware of the patent. As a result of infringement, the infringer may be unable to
use the facility. Although harmed, the infringer could not show reliance on the patentee’s conduct. To show reliance, the
infringer must have had a relationship or communication with the plaintiff which lulls the infringer into a sense of security in
going ahead with building the plant.48
Subsequent to Aukerman, in Meyers v. Asics Corp.,49 (hereinafter “Asics”) and in Hemstreet v. Computer Entry Systems

Corp.,50 the appellate court reversed summary judgments of laches. In so doing, the Federal Circuit seemed merely to pay lip
service to the distinction between causation and reliance. In Asics, the court recognized that the defendants had spent
substantial money to design, develop, and promote many new and different shoe models during the delay period.51 The
Federal Circuit, however, noted that none of the defendants had submitted evidence that they curtailed design and
development of shoes after suit was actually filed. The court characterized sales data submitted in support of prejudice as
“not conclusive.” There was no evidence that the defendants acted differently after suit was filed. Finally, the court noted that
the evidence “does not show that any of the defendants would have acted differently had Meyers sued earlier.”52 Hemstreet
involved a similar summary judgment fact pattern. The accused infringer established expenditures of $49.5 million during the
delay.53 Nevertheless, the court of appeals reversed because (among other reasons) the summary judgment movant had “not
explicitly proved nexus” between its expenditures and the patentee’s delay.54 The court emphasized that any change in
position “must be because of and as a result of the delay, not simply a business decision to capitalize on a marketing
opportunity.”55
*92 This specific application of law to the summary judgment facts appears inconsistent with Aukerman. Seizing a business
opportunity while the patentee sleeps on its rights is prejudice occurring during the delay period. Evidence about what
occurred during the delay (e.g., capital expenditures, hiring, etc.) is an objective manifestation of whether prejudice arose
while the patentee procrastinated. However, the factors identified in Asics and Hemstreet require speculation about what
might have been, what the accused infringer would have done but for the delay in suit. This is a subjective measure that blurs
any distinction between “reliance” and “resulting from.”
III. The Issues of Estoppel
Estoppel is also an equitable defense and is sometimes confused with laches. While laches bars only pre-filing damages, a
finding of estoppel prevents a patent owner from obtaining any relief, whether past, present or future.56
The Aukerman decision noted that the definition of estoppel previously applied had been derived from prior case law.57 A
unanimous court concluded, in any event, that blind adherence to prior precedent was misplaced, and that equitable estoppel
should not require the passage of an unreasonable period of time as a substantive element.58 Rather, the court articulated a
new three-element test, citing D. B. Dobbs, Handbook on the Law of Remedies § 2.3, at 42 (1973). First, the patentee must
act in a way which will support “an inference that the patentee did not intend to press an infringement claim against the
alleged infringer.”59 Thus, under appropriate circumstances, silence can be the equivalent of affirmative conduct. Second,
there must be reliance on the action by the accused infringer. To show reliance, Aukerman instructs that the accused
“infringer must have had a relationship or communication with the patentee which lulls the former into a sense of security in
going ahead[, for example,] with building a plant.”60 Third, there must be material prejudice.61
The Federal Circuit also addressed in its opinion a number of previously unresolved estoppel issues. For instance, it
concluded that no presumption arises in favor of an equitable estoppel defense.62 In addition, the Aukerman court reiterated
that even where the three elements of equitable estoppel are established, the trial court must take into consideration the
totality of the circumstances in exercising its discretion and deciding whether to allow the defense to bar the suit.63
IV. Where is Laches Headed?
Asics and Hemstreet may signal a significant departure from the “resulting from” versus “reliance” showing required for
business prejudice and a blurring of laches and estoppel. There may be a shift from an objective showing of prejudice to a
subjective analysis. However, if these two cases are placed in proper factual context, they may well mean no more than
repugnance by the Federal Circuit to summary judgment of laches.
Prior to Aukerman, the Federal Circuit recently had treated summary judgments of laches with *93 skepticism.64 Both Asics
and Hemstreet involved summary judgment to the accused infringer. In both cases, the Federal Circuit identified evidence
which had not been adduced by the movant. Such an analysis is consistent with a determination that the summary judgment
movant had failed to establish that no genuine issue of material fact exists. If Asics and Hemstreet hold only that the accused
infringers had not negated the possibility that prejudice did not result from delay, then these cases will merely make it
difficult to obtain summary judgment on laches based on business prejudice. However, if Asics and Hemstreet require an
accused infringer to make an affirmative “but for” showing, in practice the test is one of reliance, however couched. If so, as
a practical matter, laches and estoppel may become a unitary defense.
V. Conclusion

Aukerman reconsidered long-settled law. How much it has changed that law-- as subsequently construed--remains an open
issue.
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