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II.

Although open source licensing is more than fifteen years old, it has only recently gained popular fame as well as notoriety. It
has been hailed as a panacea for the ills of the technology industry, and damned as a frontal attack on free enterprise.
Regardless, its proponents and critics would both agree that open source licensing--free sharing of computer software with a
community of independent programmers who collaborate on the software’s development--has become an important part of
the current technology industry. In the hands of a legally savvy software developer, open source licensing can be a valuable
tool. Indeed, commercial enterprises are working with, incorporating and even distributing open source software, as it moves
further away from its noncommercial, academic roots.
This Article examines open source licensing, its legal implications, and most critically, the use of open source licensing in the
commercial context. Without a thorough understanding of open source code and licensing, those using or distributing open
source code may be in for a surprise--even losing their *350 commercial rights to their own software products. In explaining
and analyzing open source licensing, this Article can also guide the practitioner wishing to add open source licensing to his or
her arsenal of skills to be deployed in representing and advising technology companies.
Part I of this Article explains open source licensing--what it is and how it developed, its philosophical underpinnings, and the
standard open source license agreements. This Part also analyzes the legal implications of open source licensing, including

the drastic consequences to commercial enterprises that fail to employ open source licensing correctly. Understanding these
risks is essential to work effectively with open source licenses and open source software. Part II explores some of the legal
uncertainties in open source licensing, and failures in the standard open source license model that may undermine even a
correct open source licensing program. How commercial enterprises react to open source licensing is the topic of Part III.
This final part first discusses Microsoft’s response to open source licensing, and concludes by proposing a set of principles
and business models for using open source licensing effectively in the commercial context--to make it serve you instead of
the other way around.
I. Open Source Licensing
A. A Basic Understanding of Computer Software
To understand open source licensing, one must understand the basics of computer software. Software programmers write
software programs using a high level computer language such as BASIC, C++, or Java. These high level languages generally
use English alphanumeric characters and symbols and enable the developer to tell the computer what to do. For instance, the
command “‘GO TO 40’ tells the computer to skip intervening steps and go to the step at line 40” of the program, which in
turn might instruct the computer to add two numbers.1 A computer program written in this high level language is in “source
code” form.2
As one might guess, a computer does not read alphanumeric instructions. Rather, the computer responds to binary inputs,
essentially “using two symbols, 0 and 1, to indicate an open or closed switch (e.g., ‘01101001’ means, to the Apple
[computer], add two numbers and save the result).”3 Thus, after writing the program in source code, the programmer must use
a compiler program to translate or “compile” the source code into the corresponding 1s and 0s that the computer *351 can
read. Source code compiled into this series of 1s and 0s is called “object code.”4
Computer programs are typically distributed in object code form. Thus, when you go to Best Buy, OfficeMax or your local
office equipment supply store to buy a copy of Microsoft Office software, it comes on a CD-ROM into which the object code
1s and 0s have been encoded. This makes sense. The typical user wants to take the software to her computer, install it and
have it run; she does not want to have to buy source code, obtain the proper compiler software to go with it, and then try to
compile the source code into a proper object code program before being able to use it.
The software developer shares the same interest in distributing the software in object code form. Not only does the software
developer want its software to be convenient to use, it wants to protect its source code from disclosure. Because humans can
read source code, an engineer can examine source code to find out how a program works, and see the embodiment of the
original programmer’s skill, effort, creativity, and innovation. If software were distributed in source code form, any skilled
engineer could take and reuse the innovative or labor-intensive parts of the program in that engineer’s own competing
program. This would eliminate the competitive advantage of the first program, since the second program would have the
same innovative features, or would at least be much cheaper to develop (since the first programmer did all the hard work
already) and thus could be priced more cheaply. This appropriation of the original programmer’s work may violate
intellectual property laws, but is extremely difficult to discover, and requires expensive litigation to stop. Distributing
software in object code form is a more cost-efficient and effective means to prevent such misappropriation.
In addition to these competitive reasons, there are also practical reasons not to disclose the source code. With access to source
code one can change the original program by modifying the alphanumeric instructions and then compiling it to create an
enhanced or altered version of the original program. The original programmer may oppose this conduct on the grounds it will
prevent the original version of the program from becoming a uniform standard, or because it will be more difficult to provide
support to end-users if they are modifying the program.5 Finally, a software developer can obtain trade secret protection for
the source code, as long as the source code is secret and she has taken reasonable steps to maintain its secrecy.6 One
important way of keeping the source code secret is to distribute only object *352 code copies of the program. For all these
reasons, the primary means for distributing software is in object code form only.7 This is often referred to as the proprietary
software model.
B. What is Open Source Licensing?

Open source licensing refers to the practice of making the source code for a software program openly available at no charge
for the public to work with it. Typically, a community of developers works with the source code, creating enhancements and
extensions and improvements, which are in turn freely shared back with the community and further enhanced, extended and
improved. With proprietary software, enhancements and bug fixes are dependent upon the schedule and employees of a
single company. Conversely, with open source software, an entire community of developers around the world is available to
provide enhancements and bug fixes, and if you are not satisfied with their pace or performance, you can simply do it
yourself.
Usually, the original software developer or a small group of interested programmers will act as a de facto project manager,
controlling what new code is incorporated into the evolving software program, and ensuring that any new enhancements,
extensions, or improvements are suitably well written to be checked into the official code base. The project manager “may act
as an official arbiter of versions, and periodically release official improved versions of the original source code to incorporate
other programmers’ modifications[.]”8 The now well known GNU Linux operating system has evolved in just this way. It is
an open source operating system “that was created, and is continuously updated, by a global network of software developers
who contribute their labor for free.”9 In the open source community’s own words,
The basic idea behind open source is very simple: When programmers can read, redistribute, and modify the source code for
a piece of software, the software evolves. People improve it, people adapt it, people fix bugs. And this can happen at a speed
that, if one is used to the slow pace of conventional software development, seems astonishing.10
Within hours after the Netscape browser’s source code was released as open source, a team of Australian programmers had
contributed to the code a feature that *353 enables secure Internet transactions.11 In less than a month, the open source
community had finished a new version of the browser.12
C. The Free/Open Source Movement
As explained below, the open source community divides itself into “open source” and “free software” camps. Essentially,
their concept of open source licensing is the same, but their motivations for open source licensing differ. For purposes of this
Article, I refer to open source (without quotes) as the generic term incorporating both camps.
The open source movement traces its origins to the “free software” movement. A reaction to the proprietary software model,
the free software movement was founded in 1984 on the ideals from 1776--freedom, community and voluntary cooperation.13
Since source code is needed to modify software, and since proprietary software companies distributed only object code
copies of their software, the end users of the software were entirely dependent on the software company to provide bug fixes
and upgrades. The end user had to wait for the company to provide these, and to pay whatever price the company imposed.
Frustrated with this proprietary software model, the free software movement rested on the principle that the public should
have “the freedom to study, change and redistribute the software” it uses or obtains; “these freedoms permit citizens to help
themselves and help each other, and thus participate in a community.”14 As its leading voice, Richard Stallman put it, “the
‘free’ in ‘free software’ refers to freedom, not price [.]”15 He notes that this “contrasted with the more common proprietary
software, which keeps users helpless and divided: the inner workings are secret.”16
*354 The free software community thus began work on the free software open source GNU operating system, an effort they
called the GNU Project.17 Over time, the developer community developed, evolved, and finished more and more of the
components of a complete operating system. Once Linus Torvalds added the Linux kernel, this combined GNU/Linux
operating system was complete, and is what we generally call the Linux operating system today.18 Many other smaller open
source projects were completed as well, providing much of the software underlying the Internet.19
The “open”--as opposed to “free”--source movement arose in reaction to Netscape’s announcement that it planned to give
away the source code of its browser software in early 1998.20 A group of software developers got together because “[w]e
realized that the Netscape announcement had created a precious window of time within which we might finally be able to get
the corporate world to listen to what we have to teach about the superiority of an open development process.”21 Rather than
following the free software movement, which argued that software should never be proprietary (attacking the proprietary
model upon which all commercial software companies were founded), the “open source” movement sought to co-opt the
business world: “We realized it was time to dump the confrontational attitude that has been associated with ‘free software’ in
the past and sell the idea strictly on . . . pragmatic, business-case grounds[.]”22 They called this new movement “open source,”

to distinguish it from the anti-business “free software” movement.23 The label “free software” troubled them in any event,
because it could be confusing whether “free” referred to price, dedication to the *355 public domain, or distribution under an
open source license.24 The open source movement was eventually organized into an entity called the Open Source Initiative
(“OSI”).25
OSI takes a more pragmatic approach than the free software movement. Both want open source licensing to become more
widespread, but instead of positioning it as a threatening replacement for the commercial software industry, OSI positions the
commercial software industry as an ally to help spread the use of open source licensing. OSI argues that open source
licensing is useful to the business world. “The foundation of the business case for open-source is high reliability.
Open-source software is peer-reviewed software,” proofed and tested by a whole community of developers.26 By leveraging a
community of open source developers, a software program can be written more quickly and more cheaply--in effect one can
outsource some of the work to the open source community, which does not charge for its services.27 For a small company,
open source also affords an opportunity to quickly gain market share or mind share, if the company can interest the open
source community in taking up the project.28 The next Linux is out there.
D. Open Source Licenses
One of the critical factors in open source licensing is the license itself. The license determines how the open source
community will develop and distribute the software, and determines the evolution of the open source project. This Article
will focus on two basic licenses representing opposite ends of the spectrum of open source licenses: the GNU General Public
License (“GPL”), and the Berkeley Software Distribution (“BSD”) license.29
*356 OSI has published a definition enumerating the elements required for a software license to qualify as an open source
license.30 An agreement merely licensing source code on a confidential basis is not an open source license, for instance. The
OSI open source definition has 9 criteria:
1. The license must permit anyone to further distribute the open source software for free as a component of an aggregate
software distribution containing programs from several different sources.
2. The open source software must be made available in source code form and must be freely distributable in source code
form. This enables others to gain access to the source code, in contrast to the proprietary software model.
3. The license must allow modifications to the source code, and allow redistribution of the modified software under the same
terms as the original open source software.
4. The license may restrict redistribution of modified software, however, as long as it permits distribution of the
modifications themselves in source code form. This enables the initial code base to remain in its pristine state, so the
community can see what modifications are available or proposed.
5. The license must not discriminate against any person or group.
6. The license may not restrict the use of the code to a particular field of use. Thus, it cannot restrict use of the code for
educational purposes only, for instance.
7. The licensed rights must apply to all to whom the program is redistributed without the need for execution of an additional
license. This prevents indirect means of making openly available source code less open, such as by requiring a separate
non-disclosure agreement.
8. The licensed rights must not be dependent on using the software only as part of a larger work with which it is initially
obtained.
9. The license must not restrict other software that is distributed along with the licensed software. For example, the license
must not require that all other programs distributed on the same CD-ROM must also be open-source software.31
*357 OSI has accepted both the GNU GPL and the BSD License as approved Open Source licenses, despite their polar

positions on the spectrum of open source licenses.32
The Free Software movement classifies open source licenses slightly differently from OSI, focusing primarily on five key
elements:
1. The freedom to run the program, for any purpose.
2. The freedom to access the source code, and modify it.
3. The freedom to redistribute copies of the program.
4. The freedom to release your modifications to the public.
5. Is it a “copyleft” license?33
The four freedoms are consistent with (albeit broader than) the criteria employed by the Open Source Initiative. The fifth
element--is it a “copyleft” license?--is what sets this definition apart. Copyleft is not itself a freedom, but a means to ensure
that the four freedoms cannot be withdrawn from the public.34
The Free Software Foundation explains:
The simplest way to make a program free is to put it in the public domain, uncopyrighted. This allows
people to share the program and their improvements, if they are so minded. But it also allows
uncooperative people to convert the program into proprietary software. They can make changes, many or
few, and distribute the result as a proprietary product. People who receive the program in that modified
form do not have the freedom that the original author gave them; the middleman has stripped it away. . . .
So instead of putting GNU software in the public domain, we ‘copyleft’ it. Copyleft says that anyone
who redistributes the software, with or without changes, must pass along the freedom to further copy and
change it. Copyleft guarantees that every user has freedom. . . . Proprietary software developers use
copyright to take away the users’ freedom; we use copyright to guarantee their freedom. That’s why we
reverse the name, changing ‘copyright’ into ‘copyleft.’35
In other words, copyleft licenses provide that you may distribute the open source code and any modifications to it, but only
under the same open source license under which you received it. In this way, as the code and modifications to it pass from
person to person or entity to entity, they remain open source. This *358 ingenious tactic is embodied in the GPL, but not the
BSD license. Thus, the Free Software Foundation characterizes the BSD license as free, but not copyleft.36
The GPL is a copyleft license. Its Preamble boldly declares that it is “intended to guarantee your freedom to share and change
free software--to make sure the software is free for all its users.”37 The GPL provides that you may copy and distribute copies
of the program’s source code, provided that you conspicuously publish on each copy an appropriate copyright notice and
disclaimer of warranty; keep intact all the notices that refer to the GPL and to the absence of any warranty; and give any other
recipients of the program a copy of the GPL along with the program.38 You can charge money for the physical act of
transferring a copy.39 In addition, you can modify the program, and copy and distribute your modifications or the entire
modified program under the above terms, provided that you meet three conditions: (i) you must include notices on any
modified files; (ii) in most cases, you must cause the program to display a notice that users may redistribute the program
under these conditions, and telling them how to get a copy of the GPL; and (iii) “[y]ou must cause any work that you
distribute or publish, that in whole or in part contains or is derived from the Program or any part thereof, to be licensed as a
whole at no charge to all third parties under the terms of this License.”40 This third condition is the copyleft provision, and the
most controversial feature of the GPL.
The goal of the copyleft provision is to prevent anyone from taking the open source code private (in other words, distributing
it under a proprietary, non-GPL license). Consider the Linux operating system. This robust operating system is the product of
the free labor of hundreds of skilled programmers over many years, and it is successful enough to be used in many
commercial environments. Without copyleft, a party could obtain the open source code for Linux, make some enhancements,
and then license the enhanced operating system under a proprietary model--selling object code copies of this new operating
system, but not revealing the source code. This party would have contributed very little to the enhanced program, and would

be appropriating the labor of all those programmers who shared their modifications for free. Such conduct would likely limit
the success of open source software, since the free labor open source community would be reluctant to share enhancements if
someone else could take them private and not *359 share his own enhancements. Thus, requiring that any derivative works of
GPL code also be covered by the GPL seems reasonable, since but for the GPL license, the user would have no rights to
create the derivative works in the first place.
Indeed, the GPL goes on to assure that “it is not the intent of this section to claim rights or contest your rights to work written
entirely by you.”41 Thus, the copyleft provision applies to “the modified work as a whole. If identifiable sections of that work
are not derived from the Program, and can be reasonably considered independent and separate works in themselves, then this
License, and its terms, do not apply to those sections when you distribute them as separate works.”42 The next sentence of the
GPL, however, potentially undermines the prior language, and has catastrophic implications for the unwitting user of GPL
software: “But when you distribute the same sections as part of a whole which is a work based on the Program, the
distribution of the whole must be on the terms of this License, whose permissions for other licensees extend to the entire
whole, and thus to each and every part regardless of who wrote it.”43 This chilling conclusion is buttressed by the condition to
the license itself: “You must cause any work that you distribute or publish, that in whole or in part contains . . . the Program
or any part thereof, to be licensed . . . under the terms of this license.”44 Thus, if you incorporate some GPL code in your
proprietary software product, arguably your whole proprietary product becomes open source and must be licensed by you
under the GPL.45 This illustrates the importance of fully understanding open source licensing before deploying it in a
commercial context.46
Imagine if one of the thousands of Microsoft software developers, working on his small piece of the franchise software
product Microsoft Windows (a separate and independent work), while surfing the internet came across a few lines of GPL
code and included them in his work, which eventually became part of Windows. According to the GPL, Windows would
suddenly become an open source program, freely available to all. A startup software company, short of programmers, might
for convenience decide to include a small piece of GPL code, perhaps a simple utility, in its software product. Many small
software companies have not mastered the terms and conditions of the GPL--and they might lose the ability to market *360
their own product. Indeed, the OSI explains that GPL programs contaminate proprietary code to which they will be actively
linked at runtime.47 This means that even if the startup software company was savvy enough not to include the GPL code in
its product, but provided it as a separate product that only shares data with the proprietary product, the startup may still lose.
The OSI interpretation suggests that a completely separate proprietary program will become GPL if it merely shares data with
GPL code, even if the only such sharing occurs while the program is actually running.48 This phenomenon--that proprietary
code becomes open source whenever combined with open source code--is the so-called “viral effect” of copyleft licenses.
Like a virus, GPL code infects any proprietary code with which it is combined, turning it into GPL code as well.49
The GPL also provides that you may copy and distribute a program in object code form, provided that you include a copy of
the source code, or make it easily available for no more than the cost of the physical transfer, under the terms of the GPL.50
Finally, the GPL includes a disclaimer of warranties and a provision absolving the developer of the program and all
contributors from any liability.51
*361 Thus, the GPL is the prototypical copyleft license, and for the reasons above, must be used very cautiously. The BSD
License, on the other hand, is a more genteel open source licensing vehicle. It provides simply that:
Redistribution and use in source and binary forms, with or without modification, are permitted provided
that the following conditions are met: Redistributions of source code must retain the above copyright
notice, this list of conditions and the following disclaimer. Redistributions in binary form must reproduce
the above copyright notice, this list of conditions and the following disclaimer in the documentation
and/or other materials provided with the distribution. Neither the name of the <ORGANIZATION> nor
the names of its contributors may be used to endorse or promote products derived from this software
without specific prior written permission.52
In short, anyone is free to use BSD code, as long as the required notices are included (one of the notices in turn requires that
subsequent distributors also include the notice, so that it passes from user to user). But this does not prevent a user from
taking the BSD code private. As long as the proprietary software includes the required notices, it can be distributed in object
code form, and the source code can be maintained in secrecy.

II. Open Source License Enforceability Issues
This Part of the Article will explore some flaws in the standard open source licensing model. Once the risks outlined above
have been addressed, and a decision is made to release software under an open source license, there is still a potential for
problems. Even if the open source licensing is done correctly, exactly as prescribed in the open source license itself, the flaws
in the licenses may enable downstream licensees to evade copyleft, and take open source code private. These flaws can be
addressed and the risks minimized, if the developer or her attorney is aware of them.
*362 A. Contract Formation
Proprietary software is typically licensed under a clickwrap or shrinkwrap license. Such licenses serve as a gate through
which the user is forced to pass to use the software, and require some affirmative act manifesting assent to the license--such
as clicking an “accept” button before downloading the software or to complete the installation process, or tearing open the
packaging displaying the shrinkwrap license.53 There is no way to avoid the act constituting assent. Even then, there is still
some doubt over the enforceability of these types of licenses.54
Open source licensing tries to make the license formation simpler for the licensor to implement. Rather than requiring
acceptance of a clickwrap agreement for downloads from a website, acceptance of a clickwrap license that pops up during
installation of the code, or acceptence of a shrinkwrap license included in the packaging, the open source licenses just require
that a notice about the license be provided in or with the code. No manifestation of assent is required to prove the licensee
agreed to the terms, and indeed the user can access the code without ever seeing the license, let alone agreeing to it. This
greatly increases the risk that no license agreement has been formed.
Specifically, the GPL and the BSD both rely on this rudimentary “notice” form of license. The BSD License requires that
redistributions of the program “must reproduce the above copyright notice, this list of conditions,” the endorsement
prohibition and the warranty and limitation of liability disclaimer.55 So the BSD license relies simply on a notice of the
license terms. The BSD notices might be faithfully reproduced in the middle of the code somewhere, and never seen by the
licensee. Similarly, under the GPL you may distribute copies of the program and simply provide the licensee a copy of the
GPL with the program. What if the copy of the GPL is properly provided with the code, but placed in a file never opened by
the user? In neither of these licenses is the user required to perform any act manifesting assent to the terms or even notice of
them.56 Thus, *363 particularly because neither the BSD License nor the GPL specify how or where the notice is to be
provided, it is possible that a user could obtain such software without notice of the terms, even though the distributor is in full
compliance with the GPL or BSD License.57
If the user has no notice of the license, she is probably not bound by it. Consider Ticketmaster Corp. v. Tickets.Com, Inc.58
The Ticketmaster website contained at the bottom of the webpage a “terms of use” link. The Terms of Use page provided that
going beyond the home page constituted agreement to the Terms of Use. Unless the customer happened to notice and then
click on the “terms of use” link, however, he would never see the actual Terms of Use page. The court ruled that this was not
like a shrinkwrap license on a box of software, since a shrinkwrap is “open and obvious and in fact hard to miss.”59 Also, the
court noted that this was not like the many web sites that required the user to click on “agree” to the terms of use before
proceeding. The court concluded that using a terms of use link at the bottom of the page does not necessarily create a
contract. It dismissed the breach of contract claim with leave to amend to show that defendant had knowledge of the terms
and at least impliedly agreed to them. Thus, simply including contract terms did not create a contract where the user was
unaware of them (and thus had no idea that use of the website constituted acceptance of a contract).
Similarly, in Specht v. Netscape Communications Corp., the court held that no agreement is formed if the customer
downloads the software without clicking a clickwrap and without first being informed that the downloading constitutes
acceptance of the license agreement.60 The customer could download this software from Netscape’s website without being
first forced to click the clickwrap. Further, *364 the notice about the existence of the clickwrap was not even visible on the
screen when downloading the software--the user would only discover the clickwrap by browsing elsewhere on the website.61
“The only hint that a contract is being formed is one small box of text referring to the license agreement, text that appears
below the screen used for downloading and that a user need not even see before obtaining the product.”62 Thus, the
downloader was “not bound by inconspicuous contractual provisions of which he was unaware.”63
This is strikingly similar to open source licensing--relying on a simple notice that the user may not ever see. The user is not

forced to click anything or rip open any marked packaging. This “notice” form of licensing will be effective if the user
happens to notice the license, and understands that by using the software he is agreeing to be bound. But it does not guarantee
that all users will see the license, or that they will understand that downloading or using the code constitutes acceptance of
it.64 Simply stated, a user is not bound by a contract of which he is not made aware.65
*365 If the user is not bound by the license, can he still use the software? The GPL argues that “You are not required to
accept this License, since you have not signed it. However, nothing else grants you permission to modify or distribute the
Program or its derivative works. These actions are prohibited by law if you do not accept this License.”66 This is overstated, if
not incorrect. With respect to the software owned by the distributor, providing it to a user without any express (or at least
enforceable) terms or conditions can create an implied license to exploit the work on reasonable terms. “[I]mplication of a
license depends upon all the circumstances, including the parties’ conduct, the terms of applicable written agreements and
correspondence, the reasonable expectations of the parties, the dictates of fairness and equity, and the policies underlying the
intellectual property system.”67 In the absence of an agreement, “implied licenses may arise from conduct alone. For example,
when a copyright owner provides another with a copy of a copyrighted work, intending it to be used, and knowing that it will
be used, for an agreed purpose, the recipient normally has an implied license to use it for that purpose, but no other.”68
There is no question that the open source code is provided for the express purpose of being modified, used and distributed;
and if the licensee is not bound by the open source license, the licensee may have an implied license for that purpose. Indeed,
fairness requires this result. If the licensor is making the code available for download and use, and through no fault of the
licensee he does not receive notice of the actual open source license, it would be inequitable to find that the licensee infringed
by just downloading and using the code as intended.69 If the license agreement is not binding, then either the licensee has an
implied license or is infringing. The latter result would reward a licensor for inducing the licensee to exploit the code and
failing to adequately notify the licensee of the written license. *366 A licensor should not be able to give the licensee the
code without notice of the license agreement, and then sue the licensee for using the code.70
An implied license would not extend to those portions of the program the distributor received from others, however. The
distributor cannot grant more rights than he received, and since he received the contributed portions subject to the GPL
limitations, he cannot pass on those portions with fewer restrictions.71 Moreover, many experienced programmers would be
hard-pressed to claim that they did not suspect that the code was subject to the GPL, or that their failure to look for the GPL
notice was reasonable. But it does not follow that every programmer who downloads the code should have known it was GPL
and not public domain code, or that all open source software includes the GPL notice in a conspicuous place. All it takes is
one innocent downloader: if such user is not bound by the GPL or BSD License but receives the code under an implied
license, this loophole could undermine the open source nature of the program, or at least the portions contributed by the
licensor.
*367 Thus, diligently following the GPL rules may nonetheless fail to protect the code. If a recipient of that GPL code
reasonably fails to receive notice of the license terms, she could have an implied right to use and distribute that code. It is
unlikely a court would imply a term as unusual as copyleft without any notice of it, so the implied licensee may well be able
to combine proprietary code with no tainting, or even take the GPL code private by licensing it out under a proprietary
license. One initial solution is to set up the code download site so that the user is forced to click “I accept” to a clickwrap
form of the GPL before downloading. Another slightly riskier approach is to provide a prominent notice on the download
page that the use of the code is subject to the GPL (and provide a copy of GPL on the site or indicate where a copy can be
found in the code). Commercial entities rely on clickwraps and shrinkwraps every day, and employing the same device for
the GPL is the prudent approach. Indeed, most commercial software distributors already have such mechanisms in place for
their proprietary code, so distributing GPL code similarly should be simple and inexpensive. Relying on a mere notice in the
code, while authorized in the GPL, is not recommended.
This does not resolve the problem, however. The clickwrap GPL would bind the distributor’s licensee. Yet that licensee
could still comply with the GPL and redistribute the code with only an unseen nonbinding notice of the GPL. Thus, the GPL
would not bind that licensee’s licensee. An effective solution must bind the licensee’s licensee (and subsequent downstream
licensees) to use an enforceable contract formation mechanism for their distributions. Ideally, the GPL should be modified to
expressly require that all downstream licensees receive effective notice that the GPL binds them.72
B. Enforceability of Copyleft

The copyleft provision of the open source license itself creates a possible unanticipated enforceability problem. This section
discusses some of the risks of enforcing or relying on copyleft provisions. To use copyleft licenses most effectively, the
developer should be aware of these risks and the limits on copyleft’s effectiveness.
Even if the open source license is binding, the copyleft provision may still not be enforceable as to independent proprietary
code, in light of the intellectual property misuse doctrine. The doctrine is asserted as an affirmative defense to an intellectual
property infringement claim. Much like an unclean hands defense, the misuse doctrine precludes enforcement of intellectual
property rights that have been extended beyond the scope of those rights. An obvious example is a contract that requires a
patent licensee to continue to pay royalties beyond the statutory term of *368 the patent.73 A patent generally lasts for 20
years from its filing date.74 Demanding royalties after the patent expired would exceed the scope of the rights granted in a
patent. Public policy “forbids the use of the patent to secure an exclusive right or limited monopoly not granted by the Patent
Office.”75 A successful misuse defense bars the misuser from prevailing against anyone on an action for infringement of the
misused intellectual property, even against defendants who have not been harmed or affected by the misuse.76
The misuse doctrine was judicially created, first in the patent context. Only recently has the misuse doctrine been extended to
copyrights, building on the rich misuse history in the patent law.77 Importantly, most courts have found misuse without
requiring a finding of antitrust liability.78 Thus, market power is unnecessary, as is any analysis of the competitive and
anticompetitive impacts of the provision.79
The courts have yet to analyze a copyleft provision for misuse, but the courts have addressed an analogous provision--the
grantback. A grantback provision requires that a licensee of intellectual property grant back to the licensor a license or
ownership in creations made by the licensee. The typical grantback provision requires that the licensee give the licensor a
nonexclusive license to any improvements or derivatives that the licensee creates based on the original licensed property. The
idea is that the licensee would not have been able to make the improvement or derivative without permission of the licensor
or at least access to the original; thus, the licensor should not be blocked by an improvement or derivative he and his
intellectual property helped create. Giving the license back *369 encourages licensors to license, since it mitigates the risk of
becoming blocked by derivative intellectual property. Like a grantback, copyleft requires the licensee to license back its
improvements. The copyleft provision is more expansive, though. The grantback clause requires the licensee to give a license
back to the licensor, while the copyleft license requires the licensee to give a license to the world.
Although grantbacks have not come up in the copyright misuse arena, they have in the patent context--and as we have seen,
the patent misuse cases form the underpinning for the copyright misuse doctrine. Courts have found that grantback clauses
extending to improvements are not misuse, because the licensee in some sense developed the improvement with the help of
the original patent. Where grantback clauses extend to preexisting or unrelated patents, however, courts have found patent
misuse. Where “the scope of [licensee’s] ‘improvements’ and inventions required to be assigned to [the patent licensor]
extended far beyond the scope of [the] basic patent [licensed by licensor] the effect was to extend unlawfully its monopoly
and thus result in patent misuse.”80 Plainly, the Patent Act does not give the patent owner rights to other unrelated patents, and
using a patent to obtain such rights exceeds the scope of the patent.
Similarly, the Copyright Act’s grant of rights does not extend to unrelated works or preexisting (and therefore necessarily
nonderivative) works, and using the copyright license to extract such rights exceeds the scope of the copyright grant. This
may constitute copyright misuse. A license to a copyrighted work on condition that any work with which it is combined or
shares data must be licensed back to the licensor--and the entire world--on the specific terms the licensor mandates, is beyond
the scope of the copyright in the originally licensed work. Yet this is what the GPL apparently requires. The copyleft
provision purports to infect independent, separate works that are not derivative of the open source code, and requires that
such independent works be licensed back to the licensor and the entire world under the GPL. The Copyright Act does not
give the copyright owner rights to such independent nonderivative works. Attempting to extract such rights exceeds the scope
of the copyright. The fact that the GPL mandates that the license be free and *370 open is irrelevant; as explained above,
misuse doctrine does not require an analysis of market share, or a weighing of the competitive and anticompetitive effects of
the provision.
If the copyleft provision constitutes misuse, then the plaintiff’s copyrights in the open source program are unenforceable until
the misuse is purged.81 As a result, at least with respect to the code contributed by any plaintiff, the defendant (and anyone
else) could infringe the copyright with impunity, including taking the code private for his own commercial ends.82 Thus,
licensors using copyleft licenses need to realize that they may be unable to enforce the copyleft provision against separate
works of the licensee, and that any such attempt may at least temporarily invalidate all their copyrights in the entire open

source program. Copyleft licenses are still valuable, however, where they do not try to infect independent code. They should
safely cover any dependent derivative works based on the original GPL code. Licensors simply need to understand the
potential limitations and risks of copyleft to employ it effectively.
Yet even if fully enforceable, copyleft may still fail to prevent certain modifications from being taken private. The GPL
permits modification of the code subject to the condition that the modification is distributed under the GPL. Similarly, the
BSD license permits modifications provided certain conditions are met, including passing on notice of the license terms. In
both cases, the license to modify is expressly conditioned upon making sure that the downstream licensees are bound by the
same terms or notices. What if the user breaches the contract and fails to distribute under the open source license terms or
notices? If these are truly conditions to the license to modify, then the right to create modifications is lost or never arose due
to the failure of the condition (a condition subsequent, in this case). “You may modify your copy . . . provided that you also
meet all of these conditions: . . . You must cause any work that you distribute . . . to be licensed . . . under the terms of this
License.”83 In other words, for any work you distribute, the right to modify is only valid if you distribute the work under the
GPL.84
*371 Accordingly, if you distribute the modifications under a license other than the GPL (or under no license), the
modifications are thus not permitted, and are infringing derivatives. You would be a copyright infringer. The Copyright Act
provides that the infringer does not own the infringing derivatives, but leaves open the question what happens to them--are
they effectively owned by the underlying copyright owner whose rights are infringed, as a windfall bonus to any damages
remedy (since the underlying copyright owner could claim that anyone else using these derivatives similarly infringed the
underlying copyrights)? Or, do they instead fall into the public domain, free of the claims of the underlying copyright
owner?85 If the latter, then those infringing modifications that were supposed to be under the open source license are free to
be taken private. Although the infringer may be enjoined from exploiting the infringing derivatives, as public domain works
they are freely available to anyone else.
III. What to do about Open Source Licensing?
Open source licensing has become an important factor in the technology industry. Several responses to this development are
available to commercial technology companies. One approach is to resist open source licensing, and try to stamp it out.
Another approach is to work with the open source community. With an understanding of the implications of open source
licensing, and an appreciation for the legal risks concerning enforceability of the license and the copyleft provision, open
source licensing can be a valuable tool.
Microsoft’s response illustrates the first approach. Microsoft Chairman Bill Gates, Senior Vice-President Craig Mundie, and
President Steve Ballmer have waged a vocal campaign against open source software, branding it “a threat to our very system
of capitalism.”86 Richard Stallman warns that Microsoft has explicitly targeted the open source community.87 Indeed,
Microsoft has hinted that it will deploy its intellectual property arsenal against the open source community. “The effect of
patents and copyrights in combatting Linux remains to be investigated[,]” a Microsoft analyst wrote.88 The open source
community takes these threats *372 seriously, particularly the threat from software patents. Richard Stallman acknowledges
that “The worst threat we face comes from software patents, which can put algorithms and features off limits to free software
for up to twenty years.”89
Microsoft’s motivation is either to stifle Linux, or co-opt it, according to the open source community. Linux presents a
potential threat to the Windows operating system monopoly, and Microsoft would obviously like to see it disappear.90
Alternatively, Microsoft may employ “an anticompetitive strategy called ‘embrace and extend.’ This means they start with
the technology that others are using, add a minor wrinkle which is secret so that nobody else can imitate it, then use that
secret wrinkle to make it so that only Microsoft software can communicate with other Microsoft software. . . . Hence their
campaign to persuade us to abandon the license that protects our community, the license that won’t let them say ‘What’s
yours is mine, and what’s mine is mine.”’91 In other words, the copyleft provision of the GPL keeps Microsoft from co-opting
Linux, taking it private, and then using its market share to drive adoption of its Linux as the standard. It would only be
available from Microsoft, for a fee.
Thus, in addition to the attack on the open source community generally, Microsoft employs a specific attack on the copyleft
provision. Microsoft has distributed software under a license that explicitly prohibits licensees from using the software with
copyleft software.92 Microsoft’s license calls such software “Potentially Viral Software”--defined as any software which is

licensed under terms that create obligations for Microsoft or grant third parties rights in the Microsoft software.93 Within this
category the license specifically includes GPL, LGPL, Sun Industry Standards Source License (SISSL), as well as any
software *373 that is distributed as free software.94 Microsoft fears that if GPL code is combined with or incorporated into
Microsoft proprietary code, this would make Microsoft code also subject to the open license and the person creating the
derivative would then be required to open source the Microsoft code with the incorporated GPL code. In fact, however,
because a licensee cannot grant greater rights than he received from the licensor, a Microsoft licensee could not by combining
the Microsoft code with GPL code lawfully release the Microsoft code under the GPL. Were it otherwise, anyone could
simply incorporate some GPL code in Windows, and then claim Windows had become GPL code against Microsoft’s wishes.
Thus, Microsoft’s anti-copyleft license restriction is not necessary, but it nevertheless precludes the licensee from using
Microsoft software or distributing it “in conjunction” with any open source or free software.95 Whether this is an attempt to
hold back the open source community, or whether Microsoft ultimately succeeds, its strategy is only useful to those software
companies with significant market share in the segment they wish to control.
For most companies, a better option is to work with the open source community and to co-opt the open source model as a
facet of an overall licensing and business strategy.96 One model, advocated by OSI, is to create a services business and give
the open source software away for free. This is RedHat Software’s business model. RedHat makes binary copies of the open
source Linux operating system, and sells them in individually packaged boxes bearing the RedHat trademark. You can pick
up a box of RedHat Linux at your retail software outlet. Although the Linux source code is freely available, RedHat is able to
charge a modest amount for the box of software. RedHat saves users the cost and effort of compiling the source code into
object code form, and perhaps most importantly, by obtaining the software from RedHat instead of one of the community
websites, the user knows there is a specific entity to go to for support or questions or problems. Branding is therefore
critically important to make a business model of selling open source software, because anyone can get it for free from other
sources. Indeed, you or I could get the source code for RedHat’s Linux (the GPL requires that RedHat *374 make it
available), compile it ourselves and sell it in competition with RedHat, as long as we refrain from violating RedHat’s
trademark.97
Thus, RedHat’s revenue model is really centered on selling services to its users--support and maintenance, for example.98
Since RedHat needs to spend very little to create the code (thanks to the efforts of the Linux developer community), the
services business does not need to offset any material research and development costs.
OSI proposes a number of business models for taking advantage of open source software: first, give away the software and
charge for services such as distribution of copies, support of the software, or performing related consulting work (the RedHat
model); second, give away the open-source software as a loss leader to help your related proprietary software product gain
mindshare, and leverage the open source community’s development of new complementary open source software; third, sell
hardware products and give away the open source software that runs on that hardware--this also encourages the open source
community to further develop and improve that software (and hence the performance of your hardware), as well as create
complementary products.99 Each of these tactics can be employed by a proprietary technology company as a strategy to
ultimately benefit its commercial business.
Open source licensing is also useful to establish an industry standard. Giving the software away for free under an open source
license enables the open source community to work on and enhance the code. Moreover, since the software is not in control
of any one party, and because it is free, a good program can quickly and safely become an industry standard. This is
particularly effective when offering proprietary software that depends upon that standard, because establishing that standard
will enable more sales of the proprietary software. Alternatively, this approach can help dissipate the market power of a
competitor whose proprietary standard has become the industry standard. A proprietary industry standard enables that
competitor to “rig” the standard to favor his products. Open source licensing is a weapon to undermine that advantage.
In addition to these business models based on the existing open source licenses, a clever developer can use open source
licensing in other ways, or modify the license itself. One such approach is a dual track distribution model. One track is to
release your original code under the GPL, take advantage of the free talent in the open source community and the robustness
of peer-reviewed software, and gain *375 market share from the usual proliferation of products based on the open source
software. The second track is to release that same code simultaneously as a proprietary, official object code release of the
software.100 The proprietary release may also include some of your own additional enhancements and improvements which
are not shared under the open source release. The key to this model is requiring that, for any modifications contributed by the
community for inclusion in the official code base, those contributors must assign their copyright in the modification to you,
the original developer. As the copyright owner, you can release the code simultaneously under the GPL and a proprietary

license. Since by definition here there are no upstream copyright owners for any part of the code (you are the original
developer), you are not bound by the GPL except to the extent you choose to bind yourself--in other words, for the one copy
of the code you distribute under the GPL.101
This model makes it easier to maintain a single official object code release of the program, since no one else can ensure that
his competing release matches the official release. This is particularly important for software programs whose value depends
on smooth interoperability with other copies of that program or other software. This model is also helpful for safely bundling
additional software with the proprietary copy of the open source program, without any fear of infecting the additional
software with the GPL. In addition, some customers may dislike open source software, and want to obtain only proprietary
software (either for their internal use, or for incorporation into one of the proprietary products they sell). Having a dual track
model means that there is a proprietary version of the program for such customers, which can be priced much more
aggressively than the open source version, since it allows them to maintain a proprietary model for their own software
products.102
Another approach to the standards problem is illustrated by the Sun Industry Standards Source License (SISSL), which is an
approved OSI open source license.103 The license is designed to encourage the industry to follow a specific *376 standard or
specification, although it does not absolutely require such conformance. Like the GPL or BSD license, it permits free
modification and use of the SISSL code.104 Like GPL, the original SISSL code may be distributed only under the SISSL.105
This is a copyleft-like provision, to prevent the original code from being taken private. Unlike GPL, however, modified
versions of SISSL code may be distributed “under a license of Your choice” provided that the modified program complies
with the compatibility requirements for that SISSL code.106 If the modified version does not comply with these requirements
and thus does not conform to the standard, then the SISSL requires the licensee to publish the source code for those
modifications under SISSL terms, or publish a reference implementation of those modifications together with the deviations
from the standard, under SISSL terms.107
Thus, the SISSL’s copyleft terms apply only to the original code, and to any modified versions that fail to conform to the
standard. Modified versions that do conform to the standard may be distributed under a proprietary model. This allows
companies to compete on the merits of their implementations of the standard, without fragmenting the standard itself. Unlike
GPL code, these companies can differentiate their products by keeping their enhancements private; they are not required to
share them as long as they meet the standard. Although the community could collectively decide to change the standard, as
long as the change is implemented by the community, it should be open and effective (a standard is only useful if it is
uniformly followed). The SISSL prevents anyone from taking the standard itself private, no matter how much market share
they might have in their proprietary implementation. Finally, safely avoiding the copyright misuse problem of the GPL, the
SISSL clearly limits itself to covering derivatives, and does not infect separate programs: “You may [combine] Original Code
with other code not governed by the terms of this License and distribute [the combined work] as a single product. In such a
case, you must make sure the requirements of this License are fulfilled for the Original Code.”108 This means that the separate
work can still be distributed under a proprietary license, as long as the open source code with which it is combined remains
under the open source license.
Open source licensing does not usually succeed as a product-oriented revenue model, however. With a copyleft license, you
must share any improvements to the open source code. Thus, it becomes impossible to differentiate your products from your
competitors’ products, because you have to share with them any of those potentially differentiating improvements. In theory,
the developer could gain a first mover advantage, since the developer could share the modifications at the same *377 time it
shipped the binary products for sale on the market. Yet it would not take long for competitors to incorporate those
improvements and release identical products. Open source licensing is best used in conjunction with a commercial business
model; it does not simply substitute for a proprietary business model.109
IV. Conclusion
This Article describes a number of different business models based on different uses of open source licensing. A skilled
practitioner can help her software company clients work safely with open source code and use open source licensing to
accomplish their business objectives. By avoiding any undesired open source tainting of one’s proprietary software,
addressing the potential holes in the current open source licenses, and accounting for the limitations of the copyleft provision,
open source licensing can be an effective tool.

The Open Source Initiative supports such use of open source licensing in the business world.110 Richard Stallman disagrees: “I
would like to see proprietary software disappear because people think the idea is so disgusting, they wouldn’t have anything
to do with it.”111 Stallman’s Free Software Foundation opposes commercial use of open source licensing on ethical grounds.
Although the open source community is divided on this point, commercial enterprises should not be. Open source licensing
has become an important part of the technology industry, and to attack it or resist it is to ignore an opportunity to use it for
commercial advantage. Only the most myopic of companies, or the most dominant, would choose to forego such an
opportunity.
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under GPL. It should be noted, however, that conditions are disfavored, and if the purported condition is determined to be only a
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Guidelines for Enforceability, Computer und Recht Int’l 104, 108 (April 2000) (reviewing global enforceability of shrinkwrap and
clickwrap licenses). The global enforceability of shrinkwraps is beyond the scope of this Article, but it is clear that the GPL’s
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