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*320 I. Introduction
Patent infringement cases may be the very definition of “high-stakes litigation.” Findings of patent infringement almost
always result in the issuance of permanent injunctions, and damage awards sometimes reach into the hundreds of millions of
dollars. It should not then be surprising that patent cases are also some of the most expensive to litigate. If these remedies and
the high cost of patent litigation are not enough to deter would-be infringers, judges also have discretion to award treble
damages and attorney’s fees in patent cases. One situation in which judges may exercise this discretion is when infringement
is found to be willful. Resolution of this willfulness issue therefore becomes extremely important in patent cases.
One way for an alleged willful infringer to rebut an allegation of willfulness is to introduce an opinion of counsel. An opinion
of counsel evidences the alleged willful infringer’s good faith effort to investigate the validity, enforceability, and
infringement of the patent at issue after receiving notice of potential infringement. Obviously, however, while the opinion of
counsel may conclude that invalidity, unenforceability, or non-infringement enabled the party to legally continue the
allegedly infringing act, the court could determine that infringement of a valid and enforceable patent had occurred.
The issue becomes defining the scope of waiver of attorney-client privilege and work-product immunity that results when the
advice-of-counsel defense is asserted in response to an allegation of willful infringement. District courts have been pondering
this issue for two decades, and they have yet to come to any agreement. The courts initially split into two distinct camps. One
argued that waiver extends only to communications between the client and opinion counsel. The other *321 extended the
waiver to include non-communicated work-product. Only recently a compromise position developed. It would extend the
waiver to include non-communicated fact work product only. The Federal Circuit, for its part, has yet to weigh in on the issue
or to signal which, if any, of these three approaches the court would adopt.
This article hypothesizes that the various scopes of waiver adopted by courts reflect various levels of confidence in the
ethical and professional responsibility of opinion writers. This article also comes to the conclusion that whatever the
appropriate scope of waiver should be, the Federal Circuit should finally act to announce that scope. To do so, the Federal
Circuit should assert some form--any form--of appellate jurisdiction.
This article is organized into three parts. The first presents the background and history of willful patent infringement, the
advice-of-counsel defense, and the attorney-client and the work-product doctrines. The second part examines the various
approaches to the scope of waiver and identifies the recent development of a third approach. Finally, the third part recognizes
the uncertainty in this area of the law, identifies the underlying cause of the uncertainty, and analyzes methods of obtaining

appellate review so that the Federal Circuit can settle the issue or at least provide district courts with more direction in the
exercise of their discretion.
II. The Context: Willful Patent Infringement, the Advice-of-Counsel Defense, and Exclusionary Rules
A. Willful patent infringement
1. Significance
Trial judges have statutory authority to enhance damages1 and award attorney’s fees2 in patent infringement cases. Although
no statute specifically identifies the circumstances in which this discretion may be exercised, the Federal Circuit approves
such awards when infringement is found to be willful.3
Willfulness is a significant issue in patent litigation due to its potential impact on the size of damage awards. Compensatory
damages in patent cases often amount to more than ten million dollars and sometimes rise into the hundreds of *322 millions
of dollars.4 Willfulness raises the specter that these already sizable compensatory damage awards may be trebled if the judge
invokes the maximum allowable enhancement under the statute.5 Additionally, the cost of bringing a patent infringement
case, let alone defending one, is also substantial.6 Thus, the threat of shifting attorney’s fees only adds credence to the
importance of willfulness in patent infringement cases.
Compounding the significance of willfulness determinations, trial court decisions on willfulness are somewhat immune from
review. As a question of fact, willfulness is subject to the clearly erroneous standard of review.7 The Federal Circuit has
dictated that reversal of a finding of willful infringement will only occur when “the reviewing court has a definite and firm
conviction that the trier of fact erred.”8 Willfulness is therefore not only significant in patent litigation, but it is particularly
significant at the trial level because these decisions should rarely be overturned.9
*323 Due to the potential impact on damages and the lenient standard of review, it is unsurprising that almost every patent
infringement complaint includes an allegation of willfulness10 and that the issue of willfulness is hotly contested at trial.
2. Relationship to enhanced damages11
The law of enhanced damages evolved over time. First, the amount of discretion vested in trial courts has changed. The
Patent Act of 1793 required judges to award enhanced damages.12 However, with the passage of the Patent Act of 1836,
enhanced damages became discretionary,13 and in 1853 the Supreme Court ruled that the individual merits of each case
should be considered before a judge awards enhanced damages.14 Current law continues to treat enhanced damages as
discretionary.15 Second, the size of enhanced damage awards has changed. The Patent Act of 1793 required at least treble
damages;16 however, patent statutes since 1836 have capped enhanced damage awards between two to three times the
compensatory damage award.17
Current law dictates that a two-step process must be followed before a judge may enhance damages: “First, the fact-finder
must determine whether an infringer is guilty of conduct upon which increased damages may be based. If so, the court then
determines . . . whether, and to what extent, to increase the damages award . . .. *324 ”18 As to the first question, increased
damages may be based upon willful patent infringement.19 The determination of willfulness must be made in view of the
totality of the circumstances, and it must be proven by clear and convincing evidence.20
It is unclear, however, whether this first inquiry should be subjective, objective, or both. On the one hand, the Federal Circuit
has stated that the question of willfulness is “by definition a question of the actor’s intent”21 and requires “a determination as
to a state of mind.”22 With this language, the Federal Circuit frames the issue as a subjective inquiry into the state of mind of
the infringer at the time of the infringement. On the other hand, the Federal Circuit has also stated that the issue is “whether a
prudent person would have had sound reason to believe that the patent was not infringed or was invalid or unenforceable.”23
In this light, the issue becomes an objective inquiry into the reasonableness of the infringer’s actions at the time of
infringement.24 The Federal Circuit has not resolved the issue, although some opinion language suggests that both the
subjective and objective approaches are appropriate.25

Once a finding of willfulness is made using either form of inquiry by the trier of fact, the second step is for the court to use its
discretion to determine whether and to what extent to increase damages based on the totality of circumstances.26 The Federal
Circuit has compiled a list of factors appropriate for trial courts to consider when deciding whether punitive damages are
appropriate.27 This same list is *325 used to determine the proper extent of punitive damages to impose.28 However, the “[t]he
paramount determination in deciding to grant enhancement and the amount thereof is the egregiousness of the defendant’s
conduct . . . .”29
3. Purpose and effect
The Federal Circuit has considered the theoretical underpinnings of willfulness as it relates to patent infringement and
concluded that willful patent infringement is a tort that arises upon deliberate or wanton disregard for the property rights of a
patentee.30 The primary purposes of increased damages31 in the willfulness context are therefore both to punish culpable actors
and to deter infringement.32
In practice, the willfulness issue affects the actions of parties that are put on notice of potential patent infringement. Once a
party has actual notice of a patentee’s rights, that party has an affirmative duty of due care to avoid infringement.33 The
affirmative duty includes determining whether a contemplated activity constitutes infringement of a valid and enforceable
patent.34 The necessary corollary is that knowledge of possible infringement cannot be ignored without consequence.35
B. The advice-of-counsel defense
1. Analyzing the defense
Seeking the competent legal advice of a patent attorney is just one manner in which due care may be exercised.36 Indeed, the
Federal Circuit has recognized that *326 the usual course of action upon receiving knowledge of potential infringement is to
seek an opinion of counsel.37
An opinion of counsel is usually a letter38 drafted by a patent attorney directed to an alleged infringer regarding one or more
of the following topics: validity, enforceability, and infringement of a patent.39 The willfulness issue usually translates into to
an analysis of the opinion of counsel itself and the surrounding circumstances.40 However, the willfulness issue does not
depend on the legal correctness of the opinion of counsel.41 “Indeed, the question arises only where counsel was wrong.”42
After all, only infringers can be found to be willful infringers.
Where an advice-of-counsel defense is asserted, the issue becomes whether the opinion is “thorough enough, as combined
with other factors, to instill a belief in the infringer that a court might reasonably hold the patent is invalid, not infringed, or
unenforceable.”43 Note that the issue of whether a court should conduct a subjective or objective inquiry or both arises again
in the context of the advice-of-counsel defense. Here the subjective inquiry would focus attention on the state of mind of the
infringer with regard to the opinion of counsel specifically. The issue would be whether the infringer actually believed the
veracity of the contents of the opinion of counsel. The objective inquiry, of course, would instead focus on the reasonableness
of the beliefs.44
The Federal Circuit has recognized both the subjective and objective approaches in the context of the advice-of-counsel
defense, reasoning that both the infringer’s “intent and reasonable beliefs are the primary focus.”45 In practice, however, the
objective inquiry predominates. Objective evidence must be reviewed to determine whether reliance was reasonable,
including whether the opinion itself lays an “adequate foundation based on a review of all necessary facts.”46 The
reasonableness of any reliance on an opinion of counsel depends upon the opinion’s *327 authoritativeness, thoroughness,
and objectiveness.47 The Federal Circuit, somewhat unfortunately, has described this inquiry as one concerning
“competence.”48
The following quotation from an important Federal Circuit decision on the issue of willfulness summarizes and sheds light on
the appropriate inquiry. While reading it, note the court’s vacillation from a subjective to an objective inquiry:
Willfulness is a determination as to a state of mind. One who has actual notice of another’s patent rights
has an affirmative duty to respect those rights. That affirmative duty normally entails obtaining advice of
legal counsel although the absence of such advice does not mandate a finding of willfulness. Those cases
where willful infringement is found despite the presence of an opinion of counsel generally involve

situations where opinion of counsel was either ignored or found to be incompetent. This precedent does
not mean a client must itself be able to evaluate the legal competence of its attorney’s advice to avoid a
finding of willfulness. The client would not need the attorney’s advice at all in that event. That an opinion
is “incompetent” must be shown by objective evidence. For example, an attorney may not have looked
into the necessary facts, and, thus, there would be no foundation for his opinion. A written opinion may
be incompetent on its face by reason of its containing merely conclusory statements without discussion of
facts or obviously presenting only a superficial or off-the-cuff analysis.49
2. Effects of deciding whether to invoke the defense
Of course the opinion of counsel will probably not be evaluated in court unless the alleged willful infringer actually invokes
the advice-of-counsel defense.50 This decision of whether to invoke the advice-of-counsel defense presents what has been
called a “harsh dilemma.”51 The harsh dilemma exists because either decision--invoking the defense or not--results in
significant negative consequences to the party invoking the defense.52
*328 On the one hand, a decision not to invoke the advice-of-counsel defense allows for the drawing of adverse inferences.53
Although the non-asserted opinion of counsel may be shielded from discovery as a privileged communication,54 the trier of
fact may appropriately draw a negative inference if no opinion of counsel is disclosed.55 That is, the trier of fact may assume
either that the alleged willful infringer did not obtain an opinion of counsel or that any opinion of counsel obtained was
unfavorable.56
On the other hand, when the advice-of-counsel defense is invoked, the alleged willful infringer waives the attorney-client
privilege and perhaps work-product immunity as well.57 However, the scope of this waiver is unclear.58 Nevertheless, once the
trial judge determines the scope of the waiver, the Federal Circuit only reviews the decision for abuse of discretion.59 In light
of these circumstances, at least two practitioners advocate not invoking the advice-of-counsel defense even when it is
available. This is due, in part, to the potential for courts to use the defense as a “crowbar to open up a wide range of otherwise
privileged material.”60 The proper scope of the resulting waiver is the topic of this article. First, however, the attorney-client
privilege and work-product doctrine will be explored.
*329 C. Exclusionary rules
Exclusionary rules, including both the attorney-client privilege and the work-product doctrine, have been criticized
practically since their inception.61 Nevertheless, Congress has directed federal courts to develop a federal common law to
govern attorney-client privilege as it applies to issues arising under federal law, which includes patent law;62 the work-product
immunity doctrine has been codified by Congress;63 and the Supreme Court has sanctioned both the attorney-client privilege
and the work-product immunity doctrine.64 Because of the continued vitality of these exclusionary rules and their relationship
to the advice-of-counsel defense, it is important to understand the details of both the attorney-client privilege and the
work-product immunity doctrine.
1. The attorney-client privilege65
The attorney-client privilege is a time-honored common-law doctrine that protects the confidentiality of communications
between attorneys and their clients.66 “Its purpose is to encourage full and frank communication between attorneys and their
clients and thereby promote broader public interests in the observance of law and administration of justice.”67 The privilege
encourages clients to disclose all information to their attorneys, and attorneys to give unrestrained professional advice to their
clients.68 The common goal is to enable attorneys to carry out the professional mission of effective representation.69
*330 For various reasons, courts originally did not extend the attorney-client privilege to patent attorneys or others working
on patent issues.70 However, the Supreme Court in 1963 recognized that patent agents must be treated as attorneys under state
law.71 Thus, patent prosecutors and the drafters of patent opinion letters deserve the same attorney-client privilege afforded
other attorneys under state law. Congress has directed federal courts to develop federal common law to govern attorney-client
privilege,72 and the Federal Circuit has extended to patent attorneys the same general privilege requirements applied to other
attorneys.73

Just as in every other legal practice area, when a client and an attorney74 discuss patent-related legal issues, the attorney-client
privilege belongs to the client,75 and the client may either expressly or inadvertently waive the privilege.76 Regardless of how
the attorney-client privilege is waived, after waiver occurs, a court must then determine the scope of the waiver.
2. The work-product immunity doctrine
In 1947 the Supreme Court first recognized the work-product immunity doctrine in the case of Hickman v. Taylor,77 which
was later codified in *331 Federal Rule of Civil Procedure 26(b)(3).78 While work product includes tangible and intangible
information, legal theories, and strategy prepared by attorneys in anticipation of litigation,79 the statute only covers tangible
work product.80 Tangible work product includes “memoranda, briefs, communications and other writings prepared by counsel
for his own use in prosecuting his client’s case.”81 To compel disclosure of tangible work product, a showing must be made
“that the party seeking discovery has substantial need of the materials in the preparation of the party’s case and that the party
is unable without undue hardship to obtain the substantial equivalent of the materials by other means.”82
Interrelated functional arguments underlie the work-product immunity doctrine. Considering the professional obligations of
lawyers, the Supreme Court noted that:
it is essential that a lawyer work with a certain degree of privacy, free from unnecessary intrusion by opposing parties and
their counsel. Proper preparation of a client’s case demands that he assemble information, sift what he considers to be the
relevant from the irrelevant facts, prepare his legal theories and plan his strategy without undue and needless interference.83
The practical result of not protecting work product would be that “much of what is now put down in writing would remain
unwritten.”84 Such a result would be inefficient and unfair.85 Furthermore, “[t]he effect on the legal profession would be
demoralizing” *332 while the interests of clients and justice itself “would be poorly served.”86
Despite the strong language used by the Supreme Court to support work-product immunity, the doctrine is not unbounded.
Where relevant and non-privileged facts remain hidden in an attorney’s file and where production of those facts is essential to
the preparation of one’s case, discovery may properly be had. Such written statements and documents might, under certain
circumstances, be admissible in evidence or give clues as to the existence or location of relevant facts. Or they might be
useful for purposes of impeachment or corroboration.87
Nevertheless, the Supreme Court has predicted that situations justifying production of work product will be “rare.”88 Even
when disclosure is required under the rule, a court “shall protect against disclosure of the mental impressions, conclusions,
opinions, or legal theories of an attorney or other representative of a party concerning the litigation.”89
The Federal Circuit recognizes the work-product immunity doctrine.90
III. The Disputed Issue: Scope of Waiver After Asserting the Advice-of-Counsel Defense
A. Possible scopes of waiver: an overview
Finally, the question presents itself: to what extent does asserting the advice-of-counsel defense to a charge of willful
infringement waive attorney-client privilege and work-product immunity?91 One can imagine many possible answers to this
question. Before reviewing district court decisions on the issue or attempting to resolve the issue in light of the principles
behind the exclusionary rules and patent laws, consider the range of possibilities presented to the decision-maker.
*333 First, consider the attorney-client privilege. Various scopes of waiver can be envisioned. The advise-of-counsel defense
might only waive the privilege with respect to the opinion letter, which is simply legal advice communicated from the
attorney to the client. Or the defense might waive communications in which the attorney expresses or otherwise casts doubt
upon the substance of the opinion. A slightly broader interpretation would extend the waiver to any communications between
the attorney and the client regarding the same subject matter as the opinion, e.g. validity. An even broader interpretation
would require disclosure of communications regarding all subjects related to patent law, including validity, enforceability,
and infringement, regardless of whether the opinion letter relied upon addresses only a subset of subjects. Lastly, the broadest
waiver would make available all communications between the attorney and the client.

Next, consider work-product immunity. Various scopes of waiver can be envisioned here as well. The advice-of-counsel
defense might make available work product that casts doubt on the opinion, work product that directly relates to the opinion,
work product concerning the same subject matter as the opinion (for example validity) or work product related to any subject,
including validity, enforceability, and infringement. Or the waiver might extend to all work product produced by the attorney
in developing the opinion. Also, the waiver might only apply to work product that includes facts (fact work product), or it
might extend to the mental impressions of the attorney (opinion work product).
Consider two complicating questions. First, what is the temporal scope of the waiver? Waiver might begin as soon as a patent
issues or when a party is put on notice of potential infringement. Waiver might end at the time the case was filed and trial
counsel was hired. Alternately, the time period might be linked to the allegation of willfulness.
Second, to whom does the waiver apply? The waiver might be limited and apply only to the attorney providing the opinion of
counsel. Perhaps the waiver might be extended to apply to any attorney the client contacts in regard to the patent. A
significant issue is whether trial attorneys should be treated differently than other attorneys. On one hand, trial attorneys
might be provided more protection by applying a narrower waiver. Greater protection might reflect the belief that
confidential communication is at the heart of the adversary system. On the other hand, trial attorneys might be provided less
protection by applying a broader waiver. Less protection might encourage parties not to use trial counsel to render opinions.
Figure 1 summarizes these possibilities.
*334 Figure 1: Possible scopes of attorney client privilege and work-product immunity waivers.
TABULAR OR GRAPHIC MATERIAL SET FORTH AT THIS POINT IS NOT DISPLAYABLE
B. Deconstructing the complexity of waiver determinations
Out of the spectrum of imaginable possibilities just outlined, consider the scope of waiver trial courts have imposed when
alleged infringers invoke the advise-of-counsel defense. In light of the discretion afforded trial judges in this area, it is not
surprising that the case law also presents a spectrum of answers to this question. To better understand the various answers
courts have given, the complex issues that courts must consider when determining the scope of waiver have been divided into
four main topics: exclusionary rules, subject matter, residual substantive issues including temporal scope and to whom the
waiver applies, and procedural issues.
1. Exclusionary rules
Cases addressing exclusionary rules in the waiver context can be divided into three general categories based on which of the
three most common approaches a particular court adopts.
*335 i) Communications waiver
One series of cases holds that when an opinion of counsel is presented to rebut an allegation of willfulness, attorney-client
privilege and work-product immunity are waived only with respect to documents communicated to the client.92 Thus, while
communications between the client and the opinion counsel are waived, work-product immunity continues to shield
documents not communicated to the client. For purposes of this article, this scope of waiver will be called the
“communications waiver.” Essentially, the communications waiver is limited to waiver of attorney-client privilege.
A decision epitomizing the approach resulting in the communications waiver is Thorn EMI North America, Inc. v. Micron
Technology, Inc.93 In Thorn, a magistrate judge first analyzed Federal Circuit precedent and concluded that willful patent
infringement is ultimately a question of the infringer’s state of mind.94 The court then cited the traditionally narrow scope of
work product waivers under Federal Rule of Civil Procedure 26(b)(3).95 Combining these two factors, the court rejected the
argument that the basis and actual competence of an opinion of counsel are of consequence to a willfulness inquiry.96 Thus,
the judge resolved the issue of what type of inquiry is appropriate by adopting the subjective approach to analyzing
willfulness. The court only required disclosure of documents communicated between the client and the attorney, and refused
to adopt a broader scope of waiver that would have compelled disclosure of non-communicated work product. The court
reasoned that the mental impressions, conclusions, opinions, and legal theories of opinion counsel are not probative of the

state of mind of the infringer unless they are communicated to the client.97
Because the communications waiver purports to reflect Federal Circuit precedent regarding willfulness, it is not surprising
that some patent owners agree to the *336 communications waiver.98 However, some judges have criticized its narrowness.
One critique argues that the waiver issue should be framed in terms of discoverability, which implies broad disclosure, and
not admissibility, which implies strict protection. Thus, a district judge has reasoned that
focusing solely on whether evidence was clearly communicated by the attorney to the client can obscure the fact that
evidence which does not facially reflect communication to the client may nonetheless be relevant to showing the client’s state
of mind. This is so simply because negative evidence contained in the attorney’s files raises the reasonable circumstantial
inference that the client was somehow appraised of the negative opinions.99 This criticism focuses the inquiry on the work
product as it may possibly reflect the state of mind of the accused willful infringer. However, notice that the judge did not say
that work product is discoverable because it may lead to admissible evidence. Instead, the judge left open the prospect that
work product is admissible in and of itself. Other judges invoke similar criticisms and, embracing a legal realist perspective,
push the argument closer to the conclusion that the state of mind of the attorney is not only relevant, but admissible:
Certainly it would not be rational to assume that everything in counsel’s files reached the client, or that counsel
communicated to the client all of what he or she really thought, but it would be comparably irrational to assume that there
could be no relationship between what counsel really thought (as reflected in her private papers) and what she in fact
communicated to her client. In this important sense, evidence about what really was in the lawyer’s mind could be quite
relevant to the issue of what really was in the client’s mind.100
Both criticisms are grounded in a sense of practicality. That is, practically speaking, what is in the attorney’s mind may be the
same thing as what is in the client’s mind. Thus, while proclaiming discoverability to be the goal, the courts actually move
the line closer to admissibility.
ii) Complete waiver
Most critiques of the first solution form a second line of cases that treats invocation of the advice-of-counsel defense as a
waiver of both attorney-client privilege and work-product immunity, regardless of whether the attorney communicates the
documents to the client.101 These courts go so far as to require disclosure of *337 work product that includes the mental
impressions of opinion counsel.102 For purposes of this article, this scope of waiver will be called the “complete waiver.”
A decision representative of an early approach advocating complete waiver is Mushroom Associates v. Monterey
Mushrooms, Inc.103 In Mushroom, a magistrate judge began by recognizing that fairness should prevent a party from
disclosing self-serving documents while withholding potentially damaging documents.104 Furthermore, the court, in
considering Federal Rule of Civil Procedure 26(b)(3), found a “substantial need exists for the work product” where “the
discovering party cannot obtain substantially equivalent materials because the specific work product is directly at issue.”105
Waiver therefore extended to fact work product under Rule 26(b)(3). However, the court did not stop there. Ruling that “what
the attorney thought about infringement bears directly on the defendants’ advice of counsel defense,” the court found the
need for documents including opinion counsel’s mental impressions to be compelling, requiring its disclosure despite Rule
26(b)(3).106 Thus, the principle of fairness guided the court to extend the waiver to documents otherwise protected by both
attorney-client privilege and work-product immunity, regardless of the alleged willful infringer’s knowledge of the
documents, and including opinion work product.
However, early decisions waiving all work-product immunity were criticized as ignoring Federal Circuit law: “[r]emarkably,
these cases do not attempt to divine from Federal Circuit authority any controlling principle grounded in substantive patent
law. In fact, these cases do not cite Federal Circuit authority at all, but rely upon district court opinions in patent cases or in
general civil litigation.”107 The general thrust of the complaints is that these cases improperly consider the attorney’s state of
mind to be relevant or even “paramount.”108 Decisions invoking these critiques adopted the communications waiver.
*338 Responding to these criticisms, more recent cases adopting the complete waiver connect the attorney’s work product
and state of mind to the state of mind of the client. These arguments, which are noted above, emphasize practicality. Again,
practically speaking, the state of mind of patent counsel more often than not will reflect the state of mind of the client.
Surprisingly, recent court decisions invoking the complete waiver do not articulate the most satisfactory justification for the

complete waiver. Unquestioningly accepting the premise that the state of mind of opinion counsel is not at issue in a
willfulness determination, judges seeking to invoke the complete waiver resign themselves to connect the work product of
opinion counsel to the state of mind of the alleged willful infringer. These judges do not recognize that while the state of
mind of opinion counsel may not be at issue in a willfulness determination per se, it seems logical that the state of mind of
opinion counsel is put at issue by the invocation of the advice-of-counsel defense to an allegation of willfulness. In short, the
question is whether the state of mind of opinion counsel is put at issue by the presentation of the opinion letter itself. To
support the complete waiver, however, it is not necessary to go that far. Having put the opinion letter at issue, which in reality
is simply one piece of opinion work product, the burden would appear to be on alleged willful infringers to justify why every
other piece of opinion work product should not also be put at issue. Of course, the alleged willful infringer may argue that the
state of mind of the attorney is irrelevent. Regardless, in this light, waiver of opinion work product is more than plausible.
Indeed, this logic seems to have provided the basis for the Mushroom decision, perhaps explaining why that decision fails to
cite Federal Circuit law.
However, another argument recently put forward to support the complete waiver must be recognized and rejected. In Novartis
Pharmaceuticals Corp. v. Eon Labs Manufacturing, Inc.,109 a district judge opined that “the starting point for the analysis is
the infringer [sic] decision to waive the attorney-client privilege.” Just two sentences after announcing this “starting point,”
however, the court quickly jumped to the conclusion that, where the advice-of-counsel defense is asserted, a complete waiver
attaches.110 Besides being circular, this reasoning ignores both the dilemma presented to accused willful infringers by the
choice of whether to assert the defense in the first place, and then the uncertainty surrounding the scope of waiver itself.
A better understanding of the dilemma and uncertainty confronting alleged willful infringers is found in Motorola, Inc. v.
Vosi Technologies, Inc.111 In Motorola, a district judge determined that an accused willful infringer should be given *339 the
opportunity to make an informed decision whether to invoke the advise-of-counsel defense.112 The court ruled that an alleged
willful infringer’s motion for a protective order “is an appropriate procedure; it permits a party to make a fully-informed and
intelligent decision whether to rely on advice of counsel with full knowledge of the consequences of the decision.”113 Thus,
while the argument that the state of mind of opinion counsel often coincides with the state of mind of the client is compelling
and therefore carries much weight, the argument that an alleged willful infringer’s decision to invoke the attorney-client
defense determines the extent of the waiver itself is nonsensical and should be rejected.114
iii) Communications/fact work-product waiver
Although not yet recognized in academic literature or in decisions, a third approach suggested by a few cases is that the
advice-of-counsel defense waives attorney-client privilege and work-product immunity with respect to documents
communicated to the client as well as fact work-product immunity, regardless of whether the attorney communicates the fact
work product to the client.115 On the one hand, this waiver is broader than the communications waiver because fact work
product not communicated to the client is discoverable. On the other hand, this waiver is narrower than the complete waiver
because opinion work product not communicated to the client is not discoverable. Therefore, this most recent development in
the case law might be seen as a compromise position. For the purposes of this note, this scope of waiver, for lack of a better
name, will be called “communications/fact work-product waiver.”
Cordis Corp. v. SciMed Life Systems, Inc.116 took the first step toward the communications/fact-work product waiver. In
Cordis, a patent owner sought disclosure of the results of commissioned experiments that the alleged willful infringer relied
upon in forming an opinion of counsel.117 A magistrate judge first criticized *340 the impracticality of conducting a
“four-corners” review of the opinion of counsel.118 The court next addressed fact work-product immunity:
[W]e find no rational basis to conclude that, when patent counsel’s opinion is premised upon assumed, or
asserted facts, that the factual premises are immune from appropriate inquiry . . . . To suggest, as the
[alleged willful infringer] does here, that the [patent owner] must accept the validity of those
experimental results for, to disclose the same would breach the [alleged willful infringer]’s legal
privileges, is farcical. We can accept that an inventor, who seeks legal counsel so as to exercise due care
in respecting the patent rights of a competitor, might not be fully qualified, in the ordinary course of
events, to appraise the validity of his patent attorney’s legal reasoning, but we cannot accept that the
inventor would be similarly unqualified to assess the validity of the factual premises upon which his
patent counsel has framed his legal opinion, or that he would be permitted carte blanche to accept any
factual predicate without question . . . . [W]e believe that a rigorous examination of the factual predicates
for an opinion of patent counsel, in defense of a claim of willfulness, is essential. To conclude otherwise,
would be to effectively insulate the potential infringer from increased damages.119

The court might have seemingly achieved the same result, disclosure of the experimental results, by simply adopting the
communications waiver. However, the court rejected the communications waiver, stating that “the operative factor is not
whether the underlying factual information had been shared with the [alleged willful infringer], but whether that information
either served, or should have served, as a factual predicate for counsel’s opinion . . . .”120 Nevertheless, this decision might be
explainable. There is reason to believe that the communications waiver would not have exposed the experimental results
because they may have been shielded from the client, perhaps for the express purpose of avoiding disclosure. The court
signaled as much when it noted its “doubt that the law would intend, however inadvertently, to reward incompetence, or
willful artifice, by insulating such opinions from searching scrutiny.”121
A later case integrating the communications waiver with the waiver implemented in Cordis, thereby fully adopting the
communications/fact work-product waiver, is D.O.T. Connectors, Inc. v. J.B. Nottingham & Co.122 In D.O.T. Connectors, a
magistrate judge concluded that “the waiver extends to any evidence considered by the attorney who gave the opinion (fact
work product), whether or not it was communicated to [the alleged willful infringer], but does not extend to legal *341
research or other opinion work product unless such opinion work product was communicated to [the alleged willful
infringer].”123
The communications/fact work-product waiver may be a neatly packaged compromise between the entrenched positions of
the communications waiver and the complete waiver. In fact, this approach may more accurately track the work-product
doctrine, at least as the doctrine is articulated in Rule 26(b)(3). On the one hand, a substantial need is apparent if it can be
proven that the facts were known to the alleged willful infringer, since the state of mind of the party is at issue. Even if the
facts are willfully shielded from the alleged willful infringer, this shielding should raise serious doubts about the
reasonableness of that party’s reliance on any resulting opinion. On the other hand, proving undue hardship might be difficult
because substantially equivalent facts might be obtainable through the traditional discovery process. Still, if we assume that
in some circumstances undue hardship may be proven and thus fact work-product immunity is waived, opinion work product
should nevertheless be shielded according to Rule 26(b)(3).
The Supreme Court expressly recognized that “a far stronger showing of necessity and unavailability by other means” is
required before opinion work product may be ordered.124 Whether that “far stronger showing” is met when the
opinion-of-counsel defense is asserted, of course, is debatable. As to fact work product, the Federal Circuit has instructed that
a “counsel’s opinion must be premised upon the best information known to the defendant.”125 Such an affirmative instruction
may convert the desire for fact work product into a necessity to determine compliance with this directive.
However, at least one district court explicitly rejected the argument that non-communicated fact work product should be
disclosed.126 In Nitinol Medical Technologies, Inc. v. AGA Medical Corp.,127 a patent owner did not seek opinion work
product, but only documents related to the factual basis of the opinion.128 In rejecting a motion to compel, the court held that
“[u]nless it can be established that the defendant knew of the factual basis for counsel’s opinions, such work product should
not have to be produced.”129
*342 2. Subject matter
i) Extending waiver based on subject matter
Most courts, regardless of which approach to the exclusionary rules they adopt, further limit any waiver to the subject matter
of the opinion. However, the subject matter of the opinion letter is oftentimes unclear. Consider the frequent topics addressed
by opinions of counsel: invalidity, unenforceability, and noninfringement. On the one hand, sometimes presenters of opinions
of counsel admit to waiving privilege and immunity as to all these topics.130 On the other hand, sometimes patent owners limit
discovery requests to the specific topic addressed by the opinion letter.131 Both of these situations are easy. But does an
opinion that addresses only one of these topics require disclosure of communications or work product concerning the others?
District judges are not in agreement as to the scope of subject matter waived. Some courts restrict the breadth of waiver.
“Subject matter waiver does not mean all opinions as to all possible defenses, but does mean all opinions of the specific issue
of advice asserted as a defense to willfulness, be it infringement, validity, enforcement, or a combination.”132 Other courts
require more expansive disclosure. For example, in Motorola, the district court recognized that claim construction may tie
multiple topics together:

It is conceivable that [the alleged willful infringer] could have received an opinion of invalidity that was
based on a very broad construction of the claims, while also receiving an opinion of non-infringement
that was based on a narrower construction. In that hypothetical situation, knowledge of the narrower
construction could cast doubt on the premise of the opinion of invalidity and thus could bear on whether
it was reasonable for [the alleged willful infringer] to rely on that opinion.133 This argument provides a
nice segue into the second issue surrounding subject matter: gatekeeping.

ii) Gatekeeping: waiver of communications or documents that cast doubt on the opinion
In Thermos Co. v. Starbucks Corp.,134 a district judge determined that, with respect to opinion counsel, the communications
waiver applied.135 Waiver also extended to any other communications from any other attorneys, including trial counsel, *343
involving the subject matter discussed in the opinion letter.136 However, the judge limited this waiver only to require
disclosure of any communications from trial counsel to the infringer “containing ‘potentially damaging information’ or
‘expressing grave reservations respecting the opinion letter.”’137
Similarly, in Micron Separations, Inc. v. Pall Corp.,138 a magistrate judge determined that the work-product privilege was
waived only with respect to opinion work product inconsistent with or casting doubt upon the opinion letter:
Surely the waiver extends to any documents communicated to [the alleged willful infringer] by present
trial counsel before suit was filed which contain potentially damaging information and/or express grave
reservations respecting the opinion letter. But I decline to apply the waiver to documents containing the
opinion work product of present trial counsel which is solely consistent with the opinion letter and does
not in any way cast any doubt on the validity of the opinions expressed or the bases for those opinions.139
These cases create a gatekeeping function that the alleged willful infringer is allowed to control.

These solutions are easily criticized. They create “an unworkable limitation as it requires counsel for defendant to make a
subjective judgment as to the probative weight of the second opinion.”140 Obviously, the reality is that an attorney will
probably resolve close issues in the client’s favor, either due to bias or professional responsibility.141 Nevertheless, courts
continue to apply the gatekeeping function.142
3. Residual issues
i) Who does waiver apply to?
An obvious but often overlooked issue is determining the attorneys to whom the waiver applies. The facts of most cases only
present the issue of waiver as it *344 applies to opinion counsel. However, some cases involve opinion counsel who also act
as trial counsel, and vice versa. Still other cases present the question of whether waiver should apply to other attorneys, for
example, attorneys contacted by a client in search of a favorable opinion.
One answer is to extend waiver to “all those counsel who rendered an opinion.”143 However, the appropriateness of this scope
depends on how broadly or narrowly “opinion” is defined. A definition that limits the scope of waiver to written opinions
would protect oral communications with attorneys who decline to produce written opinions because, in their professional
judgment, infringement of a valid and enforceable patent is occurring or would occur. Obviously, this result does not comport
with the goals of deterring infringement. Thus, a broader definition of “opinion” is seemingly more appropriate.
Answering the question of who the waiver applies to raises a second question: whether one scope of waiver should apply
equally to all counsel. If different scopes apply to different folks, yet more questions are presented: how to determine what
scope is appropriate for each party and how to explain the relative difference.
A common scenario is that a court applies different scopes of waiver to opinion counsel than to trial counsel. However,
district courts are split on the issue of which party deserves more protection. As noted above, in Thermos, a judge decided
that a narrower scope of waiver applied to trial counsel than to opinion counsel.144 This decision is understandable, since
protection of trial counsel’s communications and work product seems to be the heart of the attorney-client and work-product
doctrine.

Nevertheless, just the opposite result is seen in other cases. More recently, in Akeva L.L.C. v. Mizuno Corp.,145 a magistrate
judge concluded that a broader waiver applied to opinions prepared by trial counsel when compared to opinions prepared by
non-trial counsel.146 This decision may reflect the ex ante incentives on alleged willful infringers that the scope of waiver
produces. On the one hand, a narrower waiver for trial counsel would create an incentive for an alleged willful infringer to
seek an opinion from its trial counsel. On the other hand, a broader waiver for trial counsel creates a disincentive to seek the
opinion from trial counsel. The court chose to create the disincentive for at least two reasons. First, the Federal Circuit
encourages parties to obtain opinions from independent attorneys.147 Requiring *345 broader disclosure in the case of
opinions obtained from trial counsel, and therefore encouraging alleged willful infringers to seek out an independent opinion,
does not undermine the Federal Circuit’s stated preference. Second, if obtaining an opinion from trial counsel better insulated
communications and work product, the system might be abused.148 Parties would have an incentive to seek opinions from trial
counsel for the express purpose of later hiding any sensitive documents that might be created during the formation of the
opinion letter.149
Extending waiver to trial counsel should be limited to instances in which the alleged willful infringer relies upon and presents
an opinion letter produced by the trial counsel. Consistent application of a broad waiver to trial counsel would ignore the
reality of litigation. Trial counsel, by definition, will give the alleged willful infringer advice on the exact same subject or
subjects discussed in the opinion letter--validity, enforceability, and infringement--in preparing a case on the issue of
liability. Furthermore, trial counsel must evaluate any opinions obtained and advise the client on the soundness of reliance on
any opinion at trial.
ii) Temporal scope
Another issue about which some courts disagree is the temporal scope of waiver. One end of the equation--when waiver
attaches--is less debatable. Waiver cannot apply until after a party receives notice or otherwise learns of a patent. Therefore,
waiver probably cannot attach before a patent issues because no patent exists to analyze in the form of an opinion.150
Furthermore, waiver probably should not apply to communications or work product divorced from the time period of the
alleged willful infringement.151 Instead, waiver might be tied to the approximate time period in which the opinion was
rendered.152
The second issue--when waiver no longer applies--is more debatable. In some cases, courts have limited waiver to the time
before the lawsuit was filed.153 Reminiscent of the desire to shield trial counsel from being required to disclose
communications and work product, this approach appears appealing at first. However, *346 the state of mind of the alleged
willful infringer might be relevant even after the case is filed, such as when a patent owner alleges continuing willful
infringement up until the day of trial. Therefore, “[w]hile there is some authority that cuts off the waiver at time of the filing
of the action, the better authority requires that all communications, both pre and post-complaint filing, should be disclosed.”154
The same may be said of pre- and post-complaint work product, to the extent it is waived.
4. Procedural protections
Procedural protections often provide substantive protection. The Federal Circuit has recognized two procedural wrinkles in
the willfulness context that provide alleged willful infringers with greater protection: bifurcated trials and in camera review.
Other useful procedures are separate hearings on the issues of waiver and admissibility.
i) Bifurcated trials
Recognizing the difficult decision alleged willful infringers face when deciding whether to invoke the advice-of-counsel
defense, the Federal Circuit has suggested that district court judges consider bifurcating jury trials.155 The first trial would
cover liability and damages; the second trial, if necessary, would cover willfulness.156 The decision of whether to invoke the
advice-of-counsel defense could therefore be postponed and would only be decided if necessary to disprove willfulness.
Courts would not be pressed to answer the very question posed by this article: what is the scope of waiver of attorney-client
privilege and work-product immunity that results when, in response to an allegation of willful infringement, the
advice-of-counsel defense is asserted. Also, by postponing any discussion of the opinion, waiver would not prejudice the
alleged willful infringer during the liability trial.
In theory, the idea of bifurcation sounds useful and appropriate. Nevertheless, in practice, institutional hurdles impede the use

of bifurcation by trial courts.157 Increased cost appears to be the main complaint.158 “[M]any district judges find [bifurcation]
impractical, especially in jury cases, and also find it inconsistent with *347 the [sic] rapid disposition of cases.”159
Furthermore, despite “hav[ing] suggested the advisability of separate trials in appropriate cases,” the Federal Circuit would
probably review decisions not to bifurcate trials under a clearly erroneous standard of review: “Similarly, an order refusing to
bifurcate a trial is a routine discretionary decision of the district court concerning trial management.”160
District courts should reconsider and bifurcate trials for at least three reasons. First, the decision to reject bifurcation does not
necessarily save time or money. In fact, the efficiency of not bifurcating a trial might only be determined through empirical
study. The cost of a willfulness trial will be incurred only if infringement is found during the liability trial, but savings from
not including the willfulness issue in the liability trial will redound every time. Therefore the efficiency of bifurcation
depends upon the cost of a separate willfulness trial multiplied by its probable occurrence compared to the decreased cost of
conducting a liability trial without willfulness issues. The costs the district courts should consider include not only costs to
the court, such as the delay caused by the need to sit a second jury, but also costs to the parties, such as discovery costs. Note
that a large cost that courts could avoid is the subject of this article: the cost of reinventing the scope of waiver. Whether
bifurcation or non-bifurcation is more efficient, then, appears to be less than obvious.
Second, district court judges should consider whether bifurcating the trial would better serve justice. Despite any instructions
to the contrary, an alleged willful infringer may appear quite culpable to a jury when there is evidence that he sought the
opinion of a patent attorney upon learning of a patent. Bifurcating the trial would avoid confusing the jury and prejudicing
the alleged willful infringer.
Third, as detailed in Part III, the decision to bifurcate the trial furthers the possibility that the Federal Circuit will finally find
jurisdiction to review a waiver determination. Because of these reasons, efficiency, justice, and the possibility of Federal
Circuit review, trial judges should strongly consider bifurcating trials.
Even if the traditional form of bifurcation is not adopted, judges have discretion to create workable alternatives. For example,
a recent case suggests that bifurcation in the traditional sense should only be granted when damage claims are extensive and
thus present a discrete issue for determination.161 However, while not finding that standard met in the particular facts of the
case, the court still adopted a solution reconciling the interests of both parties and the court: if the jury found validity and
infringement, only then would extensive discovery and introduction of *348 evidence regarding willfulness be permitted, and
the same jury would be used for both the liability and the willfulness phases of the trial.162 This creative solution should be
considered even if the traditional form of bifurcation is rejected.
ii) In camera review
Another procedural tool the Federal Circuit has approved is in camera review of disputed documents.163 Regardless of the
substantive approach to the waiver determination taken by the trial judge, this tool allows the judge to make informed
decisions about what documents are appropriate for disclosure.164 Trial judges should utilize this tool in all cases in which a
dispute arises concerning a specific document. However, note that this procedural tool is particularly effective in the
gatekeeper scenario by eliminating bias in the gatekeeper.
iii) Waiver and admissibility hearings
The procedural context in which the issue of waiver arises is usually a separate pretrial hearing. These hearings usually
originate on a motion of one of the parties: for example when a patent owner files a motion to compel or when an alleged
willful infringer files a motion for a protective order. The resulting hearing regards the discoverability of documents. Such
hearings are obviously useful and necessary to resolve the question of waiver as it applies to specific cases.
A determination as to the proper extent of waiver does not necessarily determine the admissibility of the same documents.
Even when admissible, as alluded to above, in the context of a patent infringement trial with an allegation of willfulness,
evidence related to willfulness may unfairly prejudice a jury on the predicate issue of liability during trial. If a trial is not
bifurcated, such undue prejudice might render the evidence inadmissible.165 The alleged willful infringer might also raise
numerous other evidentiary objections. Thus, a last procedural protection worth mentioning is a hearing on admissibility.
Even though judges could decide the issues of waiver and admissibility could theoretically be decided at the same time
(especially with the use of in camera review), a more appropriate course is to have separate hearings on waiver and
admissibility. While many of the same arguments might be employed in both hearings, the patent owner will not be able to

adequately prepare arguments for admissibility without seeing the documents at issue.
*349 C. The underlying difference of opinion
The three substantive approaches put forth by district courts reflect a lack of agreement on the appropriate scope of waiver.
However, the heart of the disagreement among trial courts may be less about differing interpretations of Federal Circuit case
law,166 and more about varying levels of suspicion that “legal gamesmanship [has] creep[ed] into the practice of rendering
infringement and validity opinions.”167
Courts invoking the complete waiver demonstrate a high level of suspicion that opinion writers may be hiding something.
Wishing to hold opinion writers accountable for their work, these judges effectively convert opinion counsel into a type of
auditor accountable to the public. Viewing opinion writers as auditors may reflect the idea that the public is the ultimate
beneficiary of the patent system, though patent owners and alleged infringers have an obvious pecuniary interest. Thus, all
documents are discoverable, and, when the fact-finder is a jury, the jury will represent the public in reviewing the documents’
contents. Another justification for viewing opinion counsel as auditors is that no other mechanism effectively ensures the
candor of opinions.
On the one hand, if an alleged willful infringer asserts the advice-of-counsel defense and loses at trial because the asserted
opinion was a sham, the result is probably in the public interest. If the alleged willful infringer and opinion counsel conspired
to produce the sham opinion, willfulness is an appropriate penalty. Even if no conspiracy existed, however, a remedy for the
client may be available; the party adjudicated willful infringer may sue the opinion writer for malpractice. On the other hand,
the more important and more troubling story is when the alleged willful infringer wins at trial on the willfulness issue despite
the fact that the opinion is a sham. In this case, the only course of action may be for the patent owner to bring an antitrust or
fraud action against the alleged willful infringer or the opinion counsel. In short, a court that requires disclosure of opinion
work product overprotects against the latter scenario by rooting out sham opinions.
In contrast, courts invoking the communications waiver, and to a lesser extent courts invoking the communications/fact
work-product waiver, demonstrate confidence in the ethical and professional responsibility of opinion writers. Setting aside
the various other complexities presented by the opinion-of-counsel defense, a Federal Circuit decision adopting one of the
general approaches to the scope of waiver may also reflect that court’s level of trust in the ethical and professional
responsibility of opinion writers.
*350 However, one can envision other solutions to the perceived problems of legal gamesmanship and sham opinions.168 For
example, legislation or Patent and Trademark Office (“PTO”) regulation could be drafted to govern the rendering of patent
opinions. Newly drafted standards could also resolve disclosure issues, could require the filing of all patent opinions, and/or
could create a third party review system.
Consider a review system in which a third party, such as the PTO, certified or otherwise monitored the quality and accuracy
of patent opinions. Such a system could require the PTO to investigate and enforce standards articulated in regulations,
wherein the PTO might require the disclosure of documents otherwise protected by the attorney-client privilege and
work-product immunity before rendering a decision in certification. The PTO could require the filing of all patent opinions,
which could be kept confidential pending the development of litigation or negotiations. Alternatively, such a system could be
voluntary, wherein a party could choose whether or not to have an opinion officially reviewed for possible certification.
Again, the PTO might require the disclosure of otherwise-protected documents before it would render a decision on
certification.
Either a mandatory or a voluntary system of review would produce some effect. For instance, certification of a patent opinion
might result in it receiving official or unofficial recognition that would give that opinion more weight in the eyes of parties,
judges, or juries. A review that did not certify an opinion would obviously give that opinion less weight. In other words, a
review system such as this one would provide an alternate way to ferret out sham opinions.
The review system could also provide an avenue for incidental benefits. The PTO could keep track of the performance of
different patent attorneys and law firms. Even if the PTO only required the filing of opinions, the PTO could develop
statistics to show how often opinions were later rejected by judges or juries. The system would create a market incentive for
attorneys and firms to chose reputable counsel who would in turn have incentives not to trade on their reputations. Of course,

this market incentive already exists in the current system, but the review process or a requirement to file opinions would
provide a more efficient method of rendering such indicators.
Courts do not have the institutional capacity to effectuate any of these proposed alternative solutions. Such sweeping change
to the patent opinion landscape would require legislative and regulatory intervention. But a review system such as the one
discussed could allow the legislature or the PTO to provide an answer to the question this article analyzes: the proper scope
of waiver. While merely substituting a decision-maker does not address the appropriateness of disclosing documents *351
otherwise protected by the attorney-client privilege and work-product immunity, if legal gamesmanship is what judges
actually fear and if an efficient method for detecting sham opinions can be created, a legislative decision to implement a
review system might be appropriate.
III. Resolving the Issue: Why and How
A. The implications of an uncertain scope of waiver
The complex and uncertain waiver doctrine discussed above results in an uncertain attorney-client privilege and an uncertain
work-product doctrine. These uncertainties effectively emasculate the purposes of the attorney-client privilege and
work-product doctrine by undermining the very existence of the protections themselves. Consider the following:
[I]f the purpose of the attorney-client privilege is to be served, the attorney and client must be able to
predict with some degree of certainty whether particular discussions will be protected. An uncertain
privilege, or one which purports to be certain but results in widely varying applications by the courts, is
little better than no privilege at all.169 This reasoning applies equally to the work-product doctrine.

In fact, an uncertain waiver doctrine is worse than no doctrine at all because of the enormous inefficiencies the uncertainty
creates. First, consider the effect on parties and attorneys. Assuming a party seeking an opinion of counsel has knowledge of
the uncertainty in the waiver doctrine, the party will consciously act as if the least possible protection exists. Fearing later
disclosure, the party might withhold details that would have otherwise been disclosed to the attorney. Oral communications
will occur more often and less will be committed to paper. The purposes of the attorney-client privilege--full and frank
communication between attorneys and their clients-- might therefore be lost.
Next, consider the effect on the attorney contacted by the party. Knowing the uncertainty of the waiver doctrine, the attorney
will also consciously act as if the least possible protection will be afforded. However, the attorney will be affected in terms of
communications as well as work. The attorney will commit little to paper until confirming that a satisfactory opinion can be
written. Even then, the attorney will try to limit work product to publicly available information, such as the patent’s
prosecution history. Again, the goal of the work-product doctrine--proper preparation of a client’s case--might be lost if
appropriate information and arguments are not developed. The inefficiencies in this system clearly undermine the enterprise.
Also consider the effect on the judicial system itself. Here, uncertainty in the waiver doctrine wastes enormous amounts of
resources. The scope of waiver is relitigated *352 by parties and reinvented by courts repeatedly.170 Each time the
advice-of-counsel defense is asserted, both parties draw on extensive precedent to support their positions, and typically a
magistrate judge171 is forced to wade through the volumes of cases on the issue and reinvent the scope of the waiver yet again.
Besides inefficiency, uncertainty also causes parties to lose confidence in the effectiveness of courts to dispense justice.
Decisions are seen as arbitrarily decided.
Uncertainty, inefficiency, and injustice are evidenced by the extent of disagreement among judges regarding the proper scope
of waiver. Of course, disagreements among districts is common.172 One might think that district judges accept decisions made
by other judges in the same district. This presumption is wrong; disagreements even exist within district courts.173 In one
instance, disagreement existed between a magistrate judge and a district judge working on the same case.174 In another
instance, a judge was asked to reconsider a decision he made seven years earlier on the proper scope of waiver.175 Fortunately,
he declined.176
B. Obtaining appellate review

Ultimately, the debate raging in the district courts cries out for appellate review regardless of the substantive decision reached
on appeal. However, significant obstacles stand in the way of obtaining effective appellate review, so parties *353 that find
themselves litigating this issue must explore every possible way to appeal waiver determinations.
Before exploring the numerous methods of obtaining appellate review, however, note that the Federal Circuit will hear any
appeal related to the scope of waiver resulting from the assertion of the advice-of-counsel defense to a claim of willful patent
infringement.177 Federal Circuit law will probably apply since the issue arguably implicates substantive patent law.178 Indeed,
the Federal Circuit was formed in 1982 in response to a similar situation: uncertainty and forum shopping due to varying
judicial interpretations of patent laws in the appellate circuits.179
1. Traditional appeal
The first and most obvious method of obtaining appellate review is an appeal after final judgment.180 However, the Federal
Circuit recognizes this traditional form of appellate review is inadequate in the context of waiver determinations.181 After final
judgment, privileged information has already been disclosed, and no adequate remedy is available to undo any resulting
harm.182 Furthermore, it is substantially important to the administration of justice to maintain the proper extent of the
attorney-client privilege.183
*354 2. Interlocutory appeal
While [“controlling question of law” ] is often understood to mean that resolution of the issue will resolve the action entirely,
it has a much broader meaning in the context of section 1292(b). Of course, if resolution of the question being challenged An
alleged willful infringer might instead seek interlocutory appeal of a waiver determination. A district judge, under 28 U.S.C.
§ 1292(b), may certify for immediate appeal an order “not otherwise appealable” when the order “involves a controlling
question of law as to which there is substantial ground for difference of opinion and . . . an immediate appeal from the order
may materially advance the ultimate termination of the litigation.”184
Although the Federal Circuit has not reviewed a certified interlocutory appeal of a waiver determination related to the
advice-of-counsel defense to a willfulness charge, it has reviewed a denial of certification for interlocutory appeal in the same
circumstances. In Quantum Corp. v. Tandon Corp.,185 the court affirmed the denial “because, while important, the questions
of law involved may not be controlling and in any event, [their] early appellate resolution would not likely materially
advance the ultimate termination of the litigation.”186 Beyond this conclusory language, however, the court did not explain its
holding of denial affirming the certification.
The Federal Circuit should more fully consider the issue at stake in Quantum; indeed, it may be forced to do so if a district
court certifies an interlocutory appeal of a waiver determination. A large factor supporting certification, and one not
addressed in Quantum, is the increasingly conflicting treatments of the question of law in the district courts. District court
decisions vary on the issue of the scope of waiver resulting from the advice-of-counsel defense, so much so that it is obvious
that there is a substantial ground for difference of opinion. The appropriateness of interlocutory appeal is also reinforced by
the fact that the scope of waiver would still be one of first impression in the Federal Circuit, twelve years after the Quantum
court declined to review the question.
Another reason the Federal Circuit should reexamine this issue is that in Quantum the court may have overlooked one
interpretation of the statute governing interlocutory appeal. The cursory treatment of the issue may reflect the statutory
language, which on its face appears to foreclose interlocutory appeal of a waiver determination. According to the statute, only
a “controlling question of law” may be certified.187 A waiver determination, while a question of law, does not automatically
terminate a case, at least not to the same extent as determinations of standing, *355 jurisdiction, and venue, a few of the
traditional matters appropriate for interlocutory appeal.188 However, immediate termination of the case may not be an actual
requirement:
on appeal will terminate the action in the district court, it is clearly controlling . . . . Under the statutory
framework, however, a question of law need not completely dispose of the litigation in order to be
“controlling.” Because the courts treat the statutory criteria for discretionary appeals in a unitary manner,
they look for a “controlling” question that has the potential of substantially accelerating disposition of the
litigation.189

Thus, some courts “require only that the appeal present a controlling question of law on an issue whose determination may
materially advance the ultimate termination of the case.”190 Consistent with this interpretation, several appellate courts have
recognized that interlocutory appeals of discovery orders are sometimes proper.191 If the Federal Circuit adopted this view,
interlocutory appeal of waiver determinations would be proper.
Admittedly, an alternate understanding of Quantum is that the Federal Circuit does in fact require that the appealed question
immediately terminate the litigation, even if it did not say as much.192 In short, the issue is debatable, largely because of the
Federal Circuit’s summary affirmation in Quantum. Therefore, the Federal Circuit should revisit the issue.
3. Cohen collateral order doctrine
Yet another option would be for the Federal Circuit to review a waiver determination under the Cohen collateral order
doctrine.193 This doctrine enables appellate review of an order that conclusively determines an important, disputed issue that is
completely separate from the merits of the case and effectively unreviewable on appeal from a final judgment.194
However, again in Quantum, the Federal Circuit specifically rejected the use of the collateral order doctrine to gain appellate
review of a waiver determination in *356 the willfulness context.195 The court reasoned that waiver determinations are
effectively reviewable on appeal from a final judgment.196 Furthermore, in a footnote the court suggested that these
determinations “may present issues not completely separate from the merits and thus . . . are not truly collateral under . . . the
Cohen doctrine.”197 The court essentially adhered to the general rule that discovery orders are not appealable orders.198
Thus, to grant review of a waiver determination under the collateral order doctrine, the Federal Circuit would have to reverse
its decision in Quantum. The Federal Circuit should do just that. First, in Quantum the court did not deny that waiver
determinations are important, disputed issues.199 Indeed, in light of the numerous and distinct trial court decisions in this area,
one could hardly question either the significance parties place on this issue or the disagreement that exists among trial courts.
Second, the court did not unequivocally decide whether waiver determinations present an issue completely separate from the
merits.200 The court’s language on this factor was ambiguous, conclusory, and present only in a footnote.201 Furthermore, the
effect of waiver determinations on the ex ante expectations of parties and opinion drafters presents an issue completely
separate from the merits of any one particular case, especially given the present uncertainty in this area of the law.
Third, the sole ground the court relied upon to deny review--that waiver determinations are effectively reviewable on appeal
from a final judgment--has been recanted by the Federal Circuit. More recent Federal Circuit decisions admit that waiting
until final judgment to appeal discovery orders implicating protected material is ineffective because irreparable harm occurs
when the information in question is released prior to appeal.202 In fact, waiver determinations are effectively unreviewable on
appeal from a final judgment. Although traditional appeals are technically possible, almost twelve years have passed since
Quantum was decided, and the scope of waiver resulting from reliance on advice of counsel has still not been reviewed on
appeal from a final judgment despite the plethora of district court decisions on the issue.
*357 In short, the Federal Circuit should reverse Quantum and follow the example of the Third Circuit, which has recognized
appellate review of attorney-client privilege and work-product doctrine issues under the collateral order doctrine.203 Given the
Federal Circuit’s desire to keep the class of cases falling within the collateral order doctrine small and the concomitant fear of
“a flood of piecemeal appeals,”204 the Federal Circuit could limit such a decision to the particular facts of the case, including
the present disarray regarding the scope of waiver resulting from the advice-of-counsel defense.
4. Mandamus
Mandamus is another tool available to an alleged willful infringer to obtain appellate review of a trial court decision on the
scope of waiver.205 While a party seeking a writ of mandamus bears the burden of proving no other course of relief is
attainable and that its right to a writ is “clear and indisputable,”206 the Federal Circuit has recognized that “[t]he remedy of
mandamus may be appropriate to prevent the wrongful exposure of privileged communications.”207 Mandamus may also be
appropriate when an issue of first impression is involved, attorney-client privilege would be lost if review were denied, and
resolution of the issue would avoid the development of a doctrine that undermines the privilege.208
Relief in the form of mandamus may be appropriate here. Traditional appellate review of decisions on the scope of waiver
only rarely occur, and even if review occurred after a final judgment, the attorney-client privilege and possibly work-product

immunity would be irretrievably lost without adequate remedy. Furthermore, the scope of the waiver resulting from the
assertion of the advice-of-counsel defense to an allegation of willful infringement would present an issue of first impression.
In light of the various trial court decisions in this area, resolution of the issue would prevent further undermining of these
doctrines.
However, the Supreme Court and the Federal Circuit have held that a decision committed to the discretion of the trial court
cannot be said to give litigants a “clear *358 and indisputable” right to a writ.209 “[O]nly when there has been a clear abuse of
discretion or usurpation of judicial authority in the grant or denial of the order” is mandamus appropriate.210 The scope of
waiver is a decision within the discretion of the trial court.211 Therefore, the district court decision on the scope of waiver
would have to be a clear abuse of discretion. Given the diverse district court decisions in this area, convincing the Federal
Circuit that a trial court ruling on the scope of waiver was an abuse of discretion or was clearly and indisputably wrong may
be difficult.
Nevertheless, a decision to exercise mandamus would be consistent with Federal Circuit precedent, which includes an
issuance of a writ of mandamus to a district court to vacate a magistrate judge’s order to disclose an invention record over the
attorney-client privilege.212 Mandamus would also be consistent with Third Circuit precedent, which recognizes that
mandamus is an appropriate procedural mechanism to review attorney-client privilege and work product doctrine protection
issues.213
5. Appeal of a contempt citation
A last procedure an attorney might take before disclosing work product is to refuse to comply with a discovery order and to
appeal a subsequent contempt citation.214 For obvious reasons this procedure is not recommended, even as a last resort.
V. Conclusion
The Federal Circuit has abdicated its authority to govern a substantive issue that is unique to patent law: what scope of
waiver results from the advice-of-counsel defense to a charge of willful patent infringement. As a result, parties and trial
courts redundantly reinvent the scope of the waiver, and district courts have splintered on the issue. The different approaches
to the wavier doctrine may reflect different levels of confidence judges place in the ethical and professional responsibilities of
opinion writers. Regardless of whatever substantive approach might be adopted on appeal, for the sake of clarity in the law,
certainty in the expectations of parties seeking opinions of counsel, efficiency, judicial economy, and justice, the Federal
Circuit should finally review a decision in this area of patent law. The *359 Federal Circuit should assert its jurisdiction
under interlocutory appeal, the Cohen collateral order doctrine, or by considering a writ of mandamus. In the meantime,
magistrate and district judges should bifurcate trials involving willfulness and opinions-of-counsel and certify interlocutory
appeals of waiver determinations.
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