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I. Introduction
The Copyright Office’s view, and the conventional wisdom, has long been that clothing design is uncopyrightable.1
Accordingly, the creative segment of the fashion industry has long pressed for an amendment to the Copyright Act or for sui
generis protection.2 The latest bill, the Innovative Design Protection and Piracy Prevention Act, is modest enough to stand a
fighting chance at passage.3 Its *90 protection is short: 3 years,4 as opposed to the regular copyright term of life of the author
plus 70 years.5 Its protection is also thin: to infringe P’s clothing design, D’s clothing design must be “substantially
identical,” meaning “so similar in appearance as to be likely to be mistaken for” P’s clothing design.6 In other words, D’s
design must be a near counterfeit, not merely “substantially similar” to a portion of P’s design.7
Opponents of the bill might want to reconsider. The official rationale for denying copyright to clothing, that a garment is a
“useful article” whose aesthetic features are inseparable from its utilitarian function,8 is unsound and thus may give way in
time, especially if the bill fails. That is, if the bill fails, and if clothing designers appeal registration denials by the Copyright
Office or file declaratory judgments to compel the Office to stop classifying clothing as per se uncopyrightable, and if the
designers ask the appellate courts to squarely confront the issue on its substantive merits, the courts may eventually hold that
fanciful clothing is protectable under regular copyright.
If the bill passes, the sui generis protection would likely preempt regular copyright, partly as a matter of statutory
construction and partly because sui generis protection would eliminate an otherwise compelling policy reason for protecting
clothing under regular copyright.9 The compelling policy reason is that clothing design needs protection more than in the

past, because clothing designs can now be copied so easily that the copies sometimes hit the shelves before the originals.10
*91 II. Signs That the Uncopyrightability of Clothing Rests on Shaky Ground
Fanciful clothing is protected in Europe and Japan.11 Why is the United States an exception? The official U.S. rationale for
denying copyright to clothing is that a garment is a “useful article” whose aesthetic features are inseparable from its
utilitarian function.12 Apparently, this rationale applies even if the utilitarian function is subsidiary or even mere pretext.
Presumably, for example, the Copyright Office would rely on this rationale to reject registration of lingerie, ties, and warm
weather scarves.
Meanwhile, copyright clearly protects other types of works--such as computer code, blueprints, and technical manuals--that
seem wholly utilitarian and devoid of aesthetic features. Why does copyright protect works that seem wholly utilitarian and
devoid of aesthetic features, while refusing to protect fanciful clothing on the ground that its aesthetic features are inseparable
from its subsidiary utilitarian function? And why is copyright more willing to protect fanciful costumes13 that serve the same
subsidiary utilitarian function that fanciful clothing serves?14 Why are the aesthetic features of fanciful costumes more likely
to be deemed separable?
Also puzzling is that the uncopyrightability of clothing is largely inconsistent with its protectability under design patent. It
has long been said that clothing is *92 protectable under design patent.15 Yet a work that is able to satisfy the standards for
protection under design patent--new, non-obvious, original, ornamental,16 and non-functional17-- would seem to be even more
able to satisfy the somewhat lower standard for protection under copyright.
Another curiosity is that there is some sloppiness in citations to authority for the proposition that clothing is uncopyrightable.
An older case cited for the proposition is Fashion Originators Guild of America v. Federal Trade Commission.18 In this case,
P never tried to register its dress designs because P knew the Copyright Office would reject them.19 The legal question was
whether P had surrendered common law property rights in the designs when P published them; P argued that publication
should not be deemed a surrender given that P could not register them with the Copyright Office.20
Judge Hand held that “regardless of whether the Guild’s designs could be registered or not, ‘publication’ of them was a
surrender of all its ‘common-law property’ in them.”21 He also remarked that “[1] until the copyright law is changed, or [2]
until the Copyright Office can be induced to register such designs as copyrightable under the existing statute,” designs fall
into the public domain when published.22 To cite this case as support for the proposition that clothing is uncopyrightable is
not only to cite dicta but also to latch onto dicta [1] while ignoring dicta [2].
Another case cited for the proposition that clothing is uncopyrightable is Whimsicality, Inc. v. Rubie’s Costume Co, Inc.23 P
registered its costume designs *93 as “soft sculptures,” apparently because P knew the Office would be more likely to reject
them were they designated as costumes.24 The court in Whimsicality held that P had misled the Office and declined “to reach
the issue of copyrightability, since proper registration is a prerequisite to an action for infringement.”25 In passing, however,
the court cited to Fashion Originators for the proposition that clothing is uncopyrightable and remarked that clothing is
“particularly unlikely to meet” the separability test because the decorative elements of clothing are “intrinsic to the decorative
function of the clothing.”26
That remark is dicta.27 In any event, separability from “decorative function” is not the correct standard. Apparently, the
Whimsicality court equates decorative function with utilitarian function.28 Equating them cannot be right because, if
decorative function equals utilitarian function, and if decorative elements are intrinsic to decorative/utilitarian function, then
no decorative elements of any useful article could ever be protected. Yet they are. For instance, the decorative elements of the
sinuous belt buckle in Kieselstein-Cord v. Accessories by Pearl, Inc. were protected even though those elements are
intrinsically inseparable from the buckle’s decorative function.29
III. Only Through Caprice Can the Useful Article Doctrine Bar Copyright for Fanciful Clothing
In an attempt to codify the useful article doctrine,30 the 1976 Act defines a “useful article” as “an article having an intrinsic
utilitarian function that is not merely to portray the appearance of the article or to convey information.”31 Thereafter, “useful
article” appears only in the Act’s definition of pictorial, graphic and sculptural (PGS) works, which states that the design of a

useful article is protectable “only if, and only to the extent that, such design incorporates pictorial, graphic, or sculptural
features that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the
article.”32 This is *94 the so-called separability requirement.
The Copyright Office denies registration to clothing on the grounds that it is a useful article and a PGS work and that it fails
the separability requirement.33 A literal interpretation of the separability requirement is improper,34 indeed unworkable.
Accordingly, the separability requirement has spawned widespread confusion35 and ten or so different tests.36 Notably, most
of these tests do not directly address the question of whether the work’s expressive features are separately identifiable and
capable of existing independently.37
The separability requirement should be interpreted to serve the original purpose of the useful article doctrine. So interpreted,
it becomes clear, as explained later in Part III(B), that separability itself is irrelevant, that separability is really *95 shorthand
for replaceability, and that some articles of fanciful clothing pass the requirement with flying colors.
A. Why the Act Discriminates Against Useful Articles
What motivated the drafters of the 1976 Act to impose scrutiny on the subclass of works called useful articles? The short
answer is that these works are often highly constrained. Consider some examples of useful articles that have been registered
with the Copyright Office: belt buckles, bike racks, mannequins, flying toys, ashtrays, lamps, lighting fixtures, furniture,
dinnerware, salt and pepper shakers, candle holders, book ends, clocks, door knockers, inkstands, chandeliers, piggy banks,
sundials, and fish bowls.38 Note that each of these works is three-dimensional and that each achieves a mechanical function.
Such works are often highly constrained by the mechanical principles necessary to achieve the function.39 Most fish bowls,
for instance, are designed to contain water and fish and include little design extraneous to achieving that function.
The term “utilitarian,” as used in the definition of useful articles and PGS works, essentially means “mechanical.” It does not
mean having utility. Every type of copyrightable work has utility. The entertainment, diversion, and enlightenment provided
by movies, music, and books are utilities. Moreover, some works that fall outside either the PGS category or the definition of
a useful article seem wholly utilitarian in the lay sense of “utilitarian.” Consider computer code40 and technical manuals,
which fall into the literary work category. Or, consider blueprints and maps, which merely convey information and thus do
not qualify as useful articles under the Act’s definition of useful articles.
Why did the drafters artificially define a useful article so that a work does not qualify as a useful article if it merely conveys
information or portrays its own appearance? They were trying to draw a line between constrained and unconstrained works.
A work that merely conveys information or portrays its own appearance is often relatively unconstrained. There tend to be
many alternative ways to convey information about and portray the appearance of any given thing, and there are also many
different things in the world to convey information about and portray.
B. Separability Is Irrelevant
What were the drafters trying to get at with the separability requirement? *96 They were trying to draw another line between
constrained and unconstrained works. The problem is that separability is a metaphor. Replaceability would have been a better
choice. Specifically, it would have been better if the Act stated that protection extends only to those three-dimensional
features of the work that can be replaced with different three-dimensional features without undermining the work’s
mechanical function. When a work is heavily constrained throughout, there are few viable alternatives to its features and it is
thus hard to imagine replacing its features with different features. For example, it is hard to imagine replacing the
three-dimensional features of a bowling ball and still end up with a useable bowling ball. In contrast, we can imagine
replacing some of the three-dimensional features of an embellished, sinuous belt buckle41 and still end up with a useable belt
buckle. Likewise, we can imagine replacing some of the three-dimensional features of a very distinctive mannequin head42
and still end up with a useable mannequin head.
When talking loosely, we might say that while the features of the bowling ball are inseparable from its function, the
expressive features of the belt buckle and the mannequin head are separable from their functions. Yet, that kind of talk is
misleading because to separate expressive features is to remove them, and to remove them is to destroy them whenever they
are even partially integrated into the work’s structure, which they usually are. Also, to remove them--without replacing

them--is to undermine the work’s mechanical function whenever, again, they are even partially integrated into the work’s
structure.
What, for example, are we left with if we simply remove the sinuous contours of the buckle protected in Kieselstein? The
court rejected D’s argument that the buckle’s expressive features were inseparable from its utilitarian function.43 Yet,
photographs of P’s buckle44 indicate that its sinuous contours are integrated with its main structure. How can we isolate and
remove the sinuous contours and imagine them existing independently of the work? And if we remove them without
replacing them with other contours, how can we avoid destroying the buckle’s buckling function?
Likewise, what are we left with if we simply remove the distinctive features of the mannequin head protected in Pivot Point
v. Charlene?45 The head, created by an artist, was used by beauty schools to teach make-up application.46 It had a lean, angular
look with an upturned nose and almond-shaped eyes; it also had an inadvertent double hairline.47 The court rejected D’s
argument that the head’s *97 distinctive features were inseparable from its utilitarian function as a teaching prop. Yet, it is
hard to imagine isolating and removing those features (e.g., the upturned-ness of the nose or the double-ness of the hairline)
and even harder to imagine them existing independently. And if we remove them without replacing them, we are left with a
useless “egg on a stick.”48
Notably, the court in Pivot Point emphasized that a variety of mannequin heads could serve as props for teaching make-up
application.49 The number of viable alternatives--in a word, replaceability--is a key theme that pops up frequently not only in
cases involving three-dimensional works that may be constrained by mechanical principles,50 but also in cases involving
works that may be constrained by other things.51 Ultimately, there is nothing special about the useful article doctrine, properly
understood. It serves the same basic purpose that the other limiting doctrines serve.52 Indeed, it is likely that at bottom there is
only one limiting doctrine, and that the plurality we see is simply a reflection of the labels we assign to the various types of
situations in which the one limiting doctrine kicks in.
*98 C. Extra Discrimination Against Clothing
Clothing is three-dimensional, which raises a red flag that it could be constrained by mechanical principles. It is in fact
constrained by mechanical principles insofar as it must suit the body. Yet that constraint is not enough to render all clothing
too constrained for copyright. A highly fanciful garment has numerous viable alternatives and very replaceable features. One
need only go to Google Images and type “unique clothing” or “unique fashion” to see the extreme diversity.
In any event, highly fanciful garments are much less constrained than many works already protected under copyright. Though
some variety of mannequin heads, for instance, could serve as props for make-up application, the majority will for business
and pedagogical reasons resemble youngish females of the majority race with features that are symmetrical and roughly
average in their proportions. To be sure, there is space within this majority for some distinguishable alternatives, but the
number and range of alternatives available in that space pale next to clothing.
Some other examples of three-dimensional works that seem more constrained than fanciful clothing but that have been held
protected or protectable include Barbie dolls,53 realistic taxidermy mannequins,54 a toy flying saucer,55 a model airplane,56
sling-launched flying toys,57 and a pin that resembles a real bee.58 Aren’t these works more constrained, less expressive, less
artistic and less creative than a large fraction of the garments that appear on the catwalks and in the windows of Soho shops?
Galiano v. Harrah’s Operating Company59 appears to be the only case in which a U.S. appellate court attempted to squarely
tackle the substantive issue of clothing’s copyrightability. The court adopted a demanding test. Specifically, the court adopted
a “likelihood-of-marketability standard for garment design only,”60 which is satisfied only if the artistic qualities of P’s
garment design are so paramount that the design is marketable as an artistic work independent of its *99 utilitarian use.61
Having adopted this standard, the court held P’s “very creative”62 casino uniforms uncopyrightable because P had not shown
that they were marketable as artistic works independent of their use as wearable uniforms.63 Were this standard followed by
other circuits, almost no clothing would be copyrightable.
Why did the Galiano court adopt such a high standard and apply it only to clothing? Why treat clothing so differently?
D. Possible Reasons for the Extra Discrimination Against Clothing

One proposed rationale for denying protection to clothing is that protection would actually hurt the fashion industry. Kal
Raustiala and Christopher Sprigman argue that piracy accelerates fashion trends and thereby fuels status-seeking arms races
among consumers that continually spur demand for new designs--the “piracy paradox.”64 Given that the piracy paradox is
counter-intuitive and that it is belied by the fact that clothing is protected in other developed countries, it is unlikely to
actually account for the longstanding absence of protection for clothing in the U.S. In any event, the piracy paradox is
normatively weak because it ignores the welfare of fashion consumers. That is, even if Raustiala and Sprigman are right that
piracy helps the fashion industry (which is questionable), it does so at the expense of consumers because, overall,
status-seeking arms races tend to be bad for those engaged in them.65
Inertia is an alternative reason for the lack of protection. The Copyright Office’s position on clothing emerged when
copyright protected fewer types of works.66 If most clothing then was more about practical function (durability and suitability
to natural climate) than about individual expression, it would have seemed more reasonable then to regard clothing as too
uncreative for copyright. *100 Perhaps also it was not so clearly in U.S. interests to protect clothing if the claims are true that
the U.S. then was more a haven for piracy of European designs than a producer of original designs.67
Fear of unmeritorious lawsuits is another likely reason.68 This fear stems in part from the concern that many registered
clothing designs would themselves be copies (conscious and unconscious) of pre-existing designs.69 This concern rests, I
think, on the widespread belief that copyright has no novelty requirement. If P’s work need not be novel, then D cannot beat
P’s suit merely by pointing out that the design predates P. How would D prove that P copied the prior design?
Though valid, this concern seems largely unwarranted in light of the experience of countries that protect clothing.70 In any
event, in practice copyright has a de facto, probabilistic novelty requirement in that courts end up applying the originality
requirement, the limiting doctrines, and the infringement standard to limit protection only to those works unconstrained
enough that they are very likely to be novel.71 Hence, if P’s clothing design lacks novelty, the court is very likely to find some
way to avoid awarding damages against D.
Fear of unmeritorious lawsuits also stems in part from concern that many defendants accused of copying would be innocent
of it.72 A premise behind this concern is that copyright protects works that could be independently created by others. In
practice, however, the originality requirement, the limiting doctrines, and the infringement standard also limit protection only
to those works that are *101 unconstrained enough that they are unlikely to be independently created.73 That is, if P’s clothing
design seems like a work that someone else could independently create, the court is likely to find some way to avoid
awarding damages against D. In any event, D may be able to prove a defense of independent creation.
IV. Conclusion
The drafters of the 1976 Act botched their attempt to codify the useful article doctrine. Separability is irrelevant. What
matters is whether the work has unconstrained features. Many PGS works that qualify as useful articles are heavily
constrained by mechanical principles. Fanciful clothing is not. Indeed, it seems to be the least constrained type of useful
article; yet, in the U.S. it is treated as if it were the most constrained. What best accounts for the double standard against
clothing is unclear. But a double standard this glaring is likely to wither in time, especially if technology continues to make it
easier to copy clothing designs quickly enough that designers cannot recover their investment before their designs go out of
style.
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