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The purpose of this article is to provide an update for attorneys who practice before the Trademark Office of the Office of the
Secretary of State of Texas. Since *172 this author’s last article on state trademark practice was published,1 various changes
in procedure have occurred. In addition, several notable applications have passed through the Office. These applications have
required that the Office develop a policy position regarding requirements for registration. The following is a summary of
these recent developments.
I. Changes in Office Practice and Procedure
A. Procedures Regarding Mergers
The Trademark Office continues to strive to conform its practices to federal standards and to meet the needs of prospective
registrants. To assist registrants to maintain accurate ownership records of registered marks, the Examining Attorney and the
Deputy Director for Corporations reviewed whether the Office’s previous policy of denying the filing of merger documents
was still appropriate. The Office adhered to this policy because neither a statutory nor an administrative provision expressly
permits the Secretary of State to “file” a document showing a change of ownership in a mark other than by filing an
assignment,2 or on account of an amendment of the registrant’s name.3 The Examining Attorney and the Director decided that
the policy should be changed to accord with federal practice and to address a recurring need of registrants. Accordingly, the
Director issued a policy statement regarding the succession of interest to a trademark as a result of a merger.
Effective July 14, 1995, the Secretary of State will take administrative notice of any merger filed with its office in which the
nonsurviving entity is a registrant of a trademark or service mark.4 Concomitantly, the Office will presume that the certificate
of merger is evidence of the succession of the survivor to all rights in the mark held by the merging entity. This recognition
of a change in ownership will thus serve to effect a change in the name of a registrant in the same manner as an assignment
under section 93.171 of the Texas Administrative Code,5 or a name *173 change made pursuant to section 93.154.6 To
maintain the accuracy of the trademark records and to show continuity of ownership, the Trademark Office will file, upon
request of a registrant, either a copy of the certificate of merger or a certificate of fact regarding the merger (issued by the
certifying team of the Corporations Section, Statutory Filings Division). The Office does not have a specific form for this
purpose, such as that issued by the United States Patent and Trademark Office (USPTO).
If the merger is not on record with the Office of the Secretary of State of Texas, the registrant should submit a copy of the
certificate of merger (or similar document) or a certificate of fact attesting to the merger issued by a foreign jurisdiction.7
Finally, because there is not a statutory filing provision per se for this procedure, no filing fee will attach to the making of the
record, and no certificate of registration will be issued. However, should a filing party need evidence of the change in the
identity of the registrant, it may request a certificate of fact regarding the name of the registrant and submit the applicable fee.
B. Streamlining the Review Process
To decrease the Office response period to initial applications and subsequent responses and to enhance the clarity of the
Office objections, the Trademark Office has begun revising its standard responses and objection letters to include many of
the standard responses used by the USPTO. However, because all of the information in the USPTO’s form paragraphs is not
required by the Secretary of State, such as references to the Code of Federal Regulations (CFR), the Trademark Office is
tailoring the paragraphs to include references to the state trademark statute and the state administrative rules. The form
paragraphs will continue to refer to applicable sections of the Trademark Manual of Examining Procedure (TMEP) and
federal case law. Accordingly, for those practitioners having access to or experience with the USPTO’s standard responses,
that information should be of assistance in anticipating the responses of the Texas Trademark Office. The Trademark Office
also uses two reference tools made available to the Office by the USPTO: the Orientation Manual for Examining Attorneys,
which complements the TMEP, and the CD-ROM disc for active federal trademark registrations.8 The CD-ROM disc
includes all active registered trademarks from 1884 to present, as well as the TMEP and a current Goods & Services Manual.
The Trademark Office uses these sources of information *174 as a guide only to determine matters such as whether a similar
mark has been viewed as “merely descriptive” and when disclaimers have been required. The information is not used to

check for likelihood of confusion between the proposed state mark and any federally registered marks.
C. Classification of Services Provided on the Internet
Based on the Examining Attorney’s discussions with the Administrator for Trademark Identifications, Classifications &
Practice at the USPTO, the Trademark Office has determined that services offered on the Internet should be classified based
on the type of service or information provided. For example, a recent application requested registration of a trademark used
in connection with a legal newsletter retrieved using the Internet. The Trademark Office decided that neither class 38 for
communications nor class 16 for publications was appropriate. Accordingly, if registered, the mark would be classified in
class 42, legal services.
II. The Trademark Office Addressed New Substantive Issues
A. Registration of Trademarks for Live Animals
The Texas trademark statute provides that “[t]his chapter does not apply to the registration or use of livestock brands or other
indicia of ownership of goods which do not qualify as a ‘mark’ as defined in this chapter.”9 Accordingly, the Trademark
Office routinely rejects applications submitted for the registration of cattle brands. However, two recent applications10 raised
the related issue as to whether the Secretary of State could register the name of a special breed of horse called “Protoarabian.”
In these applications, the applicant sought registration of the trademarks “Protoarabian Horse” and “Protoarabian Horse &
Design” for live animals. No specimens for tags were provided with the application.11 Instead, the applicant averred that the
sales agreements transmitted with the horses should be adequate specimens of use. Unlike the Lanham Act,12 the Texas
trademark statute does not provide for the use of documents associated with sale as a substitute for tags where placement of
such tags is impracticable. Moreover, the Trademark Office has strictly construed the statutory phrase “placed on” the goods
or containers and has required some sort of tag or label. Consequently, the attempt to satisfy the specimen requirement with
only the sales agreement posed a problem. Nevertheless, the *175 Examining Attorney recognized the impracticability of
using tags with horses; generally, they are not sold with tags. As a solution, the Examining Attorney suggested that the
applicant provide photographs of a point-of-sale display showing the applied-for phrase and design. Upon receipt of the
requested specimens, the Trademark Office registered both trademarks.13
B. Is It a Mark or Merely Ornamentation?
The Examining Attorney recently determined that registration could not issue for two proposed trademarks: a word used on
jewelry14 and a slogan used on T-shirts.15 Each of the applicants alleged that the proposed mark functioned as a source
indicator, relying principally on In re Penthouse International Ltd.16 and In re Olin Corp.,17 respectively, in support of their
arguments.
With regard to the jewelry, the Examining Attorney rejected the applicant’s argument, finding the opinion in Damn I’m
Good, Inc. v. Sakowitz, Inc.18 more compelling. The commercial impression of the particular word at issue was that it was
mere ornamentation, or at best, presented a message. Further, notwithstanding the averred ten plus years of use, the applicant
provided no evidence that its customers perceived the word to reflect the source of the jewelry.
With regard to the decorated T-shirt, the Trademark Office recognized the well-settled doctrine that “ornamentation” of a
T-shirt can be of a special nature that inherently tells the purchasing public the secondary source of the T-shirt, not its source
of manufacture.19 If the ornamentation functions as a source indicator, it may be registered, even though the matter also serves
as part of the aesthetic ornamentation of the T-shirt.20 However, the Examining Attorney has construed the supporting case
law to limit registration to situations where the desired mark is already a registered or recognized trademark for the
applicant’s principal goods or services. For instance, in Olin, the proposed mark had already been registered for skis;21 and in
Expo ‘74, a federal application had been filed for a service mark for the *176 establishment, publicizing, and promoting of an
international exposition for the benefit of sponsors and others, and as a trademark for publications.22
In each case cited by the Examining Attorney in the objection letter for the matter before the Trademark Office, the

Trademark Trial and Appeals Board (TTAB) found that the particular design sought to be registered was an arbitrary symbol
that already functioned as or was recognized to be a trademark or source indicator with respect to the particular applicant’s
goods or services. Accordingly, registration could issue in those cases because each mark could serve as a secondary
indication of the source when applied to T-shirts.23
In contrast to the cases where registration was supported, the applicant in this matter provided no evidence that the slogan
was either a registered or recognized trademark for other goods or services. Further, the applicant did not submit other
evidence (such as evidence of the promotion of the matter as a mark, survey evidence demonstrating purchaser perception of
the matter as a mark, or the like), which would show that purchasers recognize the slogan as an indication of the source of the
goods.24 Therefore, the Examining Attorney concluded that the mark was not distinctive for any goods or services such that
the “distinctiveness” carried over to use on the collateral products such as the T-shirts and other products described in the
application.25 The phrase sought to be registered appeared to be a primarily ornamental slogan and did not function as a
trademark. Accordingly, registration was not issued.26
*177 C. When Is a Service Being Rendered to a Purchasing Public?
Two recent applications raised the identical issue of whether a homeowners’ association, which requires mandatory
membership, may provide a “service” (as defined by federal trademark law) to its members for which a mark can be
registered.27 In each application, the service was described as “association services promoting the interests of neighborhood
owners.” The Examining Attorney objected to registration on the basis that no service was being rendered by the applicants,
and supported the objection with the following analysis.
In In re Canadian Pacific Ltd.,28 the applicant attempted to register its mark for the alleged service of offering shares to the
public. The Examiner had denied registration on the ground that the applicant was not performing a “service” within the
meaning of section 45 of the Lanham Act.29 The Federal Circuit upheld the Examiner’s decision because the only offerees of
the service were shareholders who had already purchased or acquired company stock.30 “Thus, the subsequent services
offered by the Plan [[[were] inseparably linked to the initial sale or acquisition of stock, and [[[were] solely concerned with
enlargement of that existing ownership.”31
Similarly, in one of the applications before the Trademark Office the applicant association’s (Deerfield) “services” were also
directed to its current members (who were members by virtue of the covenants passing incident to the property). From the
specimens provided, the association appeared to be solely concerned with the interests of its own members. Stated in terms of
Canadian Pacific, there was no “group of the greater public that [was] separate from the applicant--to which (or to whom)
the asserted service mark [[[could] be directed and be useful.”32 The association booklet indicated that membership was open
to all homeowners who had paid their current assessments. Further, the booklet provided that:
The […] HOMEOWNERS ASSOCIATION, INC. was created to provide a means by which all residents
can control their own destiny and protect their investment in their homes…. The Covenants may be
enforced by any homeowner, … The By-Laws work *178 hand-in-hand with the Covenants; they outline
the rules under which we, as a corporation, agree to govern ourselves through the Board of Directors[.]33
Thus, like the shareholders in Canadian Pacific, the “public” to whom the Deerfield association services were addressed was
the association owners themselves.34 It was not a “segment of the public which ‘purchases’ and ‘benefits’ from a service
provided by the owner of a mark.”35 Therefore, the association’s “offer” of services was merely akin to an offer to the owner
of the corporation, and thus was equivalent to an offer or a service to itself.36 Further, homeowners belonged to the
association upon purchase of the property and upon maintenance of the assessments. Thus, there was no option available to
members to go elsewhere for the services.37 Accordingly, the Examining Attorney found that registration could not issue for
the proposed mark described in that application.38
With respect to the application by the other association, called Copperfield, the Examining Attorney’s initial objection was
met with evidence that the applicant was providing a service and that the mark was being used in Texas as a service mark.39
The applicant’s counsel explained that there were no members of the applicant community association, but that the
association was created to perform functions on behalf of the various neighborhood associations, which had the individual
homeowners as their members. Specifically, the association managed the security, newsletter, trash disposal, and common
area maintenance for the various neighborhoods within the Copperfield community. The applicant, who had originally only

provided letterhead and a copy of a contract, provided new specimens that demonstrated service mark usage. For these
reasons, the Examining Attorney determined that the proposed mark should be registered. However, the examiner
recommended that the applicant first amend its description of services to more clearly state the services it rendered on behalf
of others.40
*179 D. May Registration Issue for the Proposed Color Mark?
Within two months of the United States Supreme Court decision in Qualitex Co. v. Jacobson Products Co.,41 the Secretary of
State received two applications, each alleging twelve years of use, for the registration of a combination of “buff” and brown
colors for various types of equipment used to store agricultural chemicals.42 Subsequent to the Supreme Court decision, the
Examining Attorney had determined that the Trademark Office would register color as a mark. Upon receipt of an actual
application, however, the Office needed to define clearly what evidence would be required to register a color as a trademark.
Following Qualitex,43 In re Owens-Corning Fiberglas Corp., 44 Edward Weck v. IM Inc.,45 and the policies of the USPTO set
forth in the TMEP,46 the Examining Attorney requested that the applicant provide an affidavit that would address
functionality issues (such as information on colors used by competitors) and provide evidence of acquired distinctiveness.
Upon receipt of the applicant’s responses regarding the two applications, the Examining Attorney determined that the mark
described as “buff and wylie rich brown”47 functioned as a trademark for plastic tanks used to contain agriculture-related
chemicals. A review of numerous brochures of various chemical manufacturers in the industry indicated that it was the
frequent practice of manufacturers of this type of equipment to use “two-tones” to indicate the source of their products. For
instance, some combinations were contrasting colors such as “white and green,” “red and ivory” and “blue and gray.” The
examiner did not see evidence that any other manufacturer used the combination “buff and brown” to distinguish its
equipment. Further, the applicant used and emphasized the colors buff and brown in the writing and graphics of its
advertising. In addition, the applicant had spent approximately one million dollars to advertise the proposed *180 mark. The
Examining Attorney determined that survey evidence was not required to show that this particular mark had acquired
secondary meaning.48
Review of the other application did not yield the same result. The Examining Attorney declined to register the proposed mark
“buff” for the same product line.49 The evidence submitted with the application indicated that most manufacturers use color
combinations to distinguish and to identify their equipment. When only individual colors are used, the appearance of the
products is not distinctive as to source. The Trademark Office has not yet received a response to its objection.
E. A Rare Look at Product Configuration
Should the Office of the Secretary of State register product configurations as trademarks?
1. How the Issue Was Presented to the Office of the Secretary of State
The Trademark Office received five applications this year that requested registration of product designs or configurations as
trademarks for products,50 including one application for the shape of a medicinal drug.51 In the past, the Trademark Office has
denied registration of such proposed marks because the configurations were functional or were not inherently distinctive (nor
had the configuration acquired secondary meaning); thus, the designs were precluded from trademark registration.52
Presumably, had the statutory requirements been met, the Trademark Office would have registered the proposed
configuration marks. However, specific guidelines for review of such applications were not established, including how the
particular issues of functionality and acquired distinctiveness of the configurations should be addressed.
*181 Aside from the lack of guidelines, various incongruous issues exist that place in question the propriety and legality of
state trademark registration of product configurations. First, a controversy53 continues to exist concerning the impact of the
Sears-Compco54 doctrine, by which the U.S. Supreme Court effectively barred any state statutory scheme that, in
contravention of federal patent law, provides for a permanent monopoly in a product design. The state Trademark Office also
has limited resources with which to research the functionality issues;55 therefore, the risk for improper registration is higher
than it would be with the United States Patent and Trademark Office. In contradistinction to these two issues are two other
factors. First, the drafters of the revised Model State Trademark Bill56 indicate that state trademark offices should interpret
their respective laws and policies in accordance *182 with the Lanham Act and federal law interpreting the Lanham Act.57

Second, the ministerial nature of the Office of the Secretary of State58 dictates that the Trademark Office should administer
the statute according to generally accepted guidelines and let the courts decide preemption issues.
In sum, because of these several incongruous factors, it seemed appropriate for the Examining Attorney to determine whether
the Office of the Secretary of State may review this type of application and, if so, what procedures it should follow.
Accordingly, the Examining Attorney reviewed applicable case law and scholarly commentary to determine whether
registration by the Secretary of State of product configurations as trademarks is preempted by federal patent law59 pursuant to
the Supremacy Clause of the U.S. Constitution.60 For reasons discussed below, the Examining Attorney has determined that
registration of a product configuration pursuant to the Texas trademark statute, viz., sections 16.01-16.18 of the Texas
Business & Commerce Code,61 is not preempted by federal law. However, to comply with the spirit of Sears-Compco, the
Trademark Office will generally review *183 such applications in accordance with the procedures set forth in the USPTO’s
TMEP.62 These procedures will permit the examiner to deny registration of functional or patentable designs and to register
nonfunctional designs that operate to identify the source of the product.
2. Context of the Problem
A certificate of registration issued by the Office of the Secretary of State pursuant to Chapter 16 of the Business &
Commerce Code is admissible in evidence as prima facie proof of “the registrant’s exclusive right to use the mark in
commerce in this state in connection with the goods and services specified in the certificate.”63 Once registered, a registrant
may sue for damages and injunctive relief for use or imitation of that mark when such use is likely to deceive or cause
confusion or mistake as to the source or origin of the goods or services.64
Bonito Boats, Inc. v. Thunder Craft Boats, Inc.65 is the most recent U.S. Supreme Court case that addresses the Sears-Compco
doctrine. The Florida statute at issue in Bonito Boats gave boat hull manufacturers an exclusive right to hull designs by
restricting the direct molding of boat hulls.66 The Florida statute deviates from the normal scheme of protection.67 A Texas
trademark registrant has a more limited right; he can only exercise his exclusionary rights by proving that the public has been
harmed.68
Coexisting with Texas unfair competition laws is the federal patent scheme, the purpose of which is to promote uniform
protection for intellectual inventions, *184 including industrial designs,69 and to encourage the creation and eventual
disclosure of new, useful, and nonobvious advances in technology and design.70 In exchange for an inventor’s efforts and
eventual disclosure of the “preferred embodiment”71 of the invention, the inventor is granted a monopoly, viz., an exclusive
right to exclude others from making, using, or selling that technology for a limited period of time.72 During the statutory
period, the owner of the patent may exclude others from using the particular design set forth in the utility or design patent;
thus, the inventor may reap the benefits of the claimed design.73 The purpose of the limited exclusive period is to foster
creative effort on the part of potential investors and, once the patent has expired, to encourage the development of new
inventions based on imitation, reproduction, refinement, and reverse engineering.74 Thus, patent laws not only create an
exclusive property right once stringent standards are met, but they also create a consequent “right to copy and use” the design
once it is in the public domain.75 And therein lies the potential conflict with trademark law:76 an unpatentable industrial design
(or patentable design that is disclosed to the public at large) that is registered as a trademark pursuant to a state statute might
appear to exclude from the public domain the idea77 of the design, which patent law provides may be copied and used by
others.78
Notwithstanding this potential conflict, the patent law need not entirely displace state protection of product configurations. A
reasonable review of *185 applicable case law and commentary indicates that the limited protection of a product
configuration or design mark based on a state trademark registration is neither “too great an encroachment on the federal
patent system to be tolerated,”79 nor is it “an obstacle to the accomplishment and execution of the full purposes and objectives
of Congress.”80 Moreover, the mission of the Trademark Office is to review applications in accordance with federal practice
so that Texas consumers and business owners who develop marks will be protected.81 Inasmuch as federal trademark law
created by Congress is not considered to be an encroachment on federal patent law, it seems reasonable for the Secretary of
State to similarly register product configurations so that its mission may be fulfilled. For these reasons, state trademark
registration of a product configuration, under limited circumstances, should be deemed permissible and not preempted by
federal law.

3. Analysis
a) Meaning of the Supreme Court Holdings
The United States Supreme Court ruled in Sears82 and Compco83 that federal patent law preempts a state unfair competition
law that imposes liability for copying of industrial designs. The state law at issue in both cases was an Illinois statute that
awarded damages for or prohibited the copying of an article where likelihood of confusion existed as to the source of the
products.84 Justice Black determined that a state cannot extend the life of a patent or give patent-like protection to that which
patent law allows to be copied.85 He stated further that “mere inability of the public to tell two identical items apart” is not
enough to support a claim for unfair competition.86 “[W]hen [a] patent expires, the monopoly created by it expires, too, and
the right to make the article--including the right to make it in precisely the *186 shape it carried when patented--passes to the
public.”87 In Compco,88 Justice Black further stated that neither the fact that a design is not functional and not essential to the
use of either protected or allegedly infringing article, nor that the configuration of the copied article may have a “secondary
meaning” which identifies the maker to the trade, nor that there may be “confusion” among purchasers as to the source of the
article, “can furnish a basis for imposing liability for or prohibiting the actual acts of copying and selling.”89 Thus, Justice
Black apparently removed the traditional bases for a claim for trademark infringement of product designs, viz.,
nonfunctionality, source identification (e.g., by secondary meaning), and likelihood of confusion. Notably, however, the
Court stated that a state may require that a copier take precautions to prevent confusion as to the source of the goods.90
In Bonito Boats,91 the Supreme Court affirmed the holdings of Sears and Compco. Justice O’Connor, who wrote the opinion,
stated specifically that:
[I]n Sears, the state law offered “the equivalent of a patent monopoly” in the functional aspects of a product which had been
placed in public commerce absent the protection of a valid patent … we believe that the Sears court correctly concluded that
the States may not offer patent-like protection to intellectual creations which would otherwise remain unprotected as a matter
of federal law.92
Thus, the Supreme Court continues to hold that the states may not interfere with the public’s ability to exploit and develop
functional designs that are part of the public domain, since such interference would directly conflict with federal patent law.

However, registration of a product design as a trademark pursuant to the Texas Business & Commerce Code would not
violate the Supreme Court’s holdings for the following reasons. First, registration (and consequent protection of the mark)
pursuant to the Texas statute would not provide patent-like protection or “the *187 equivalent of a patent monopoly.”93 In
fact, the Texas statute is substantially different in terms of both content and effect from the statutes reviewed in
Sears-Compco and Bonito Boats. The Florida statute’s purpose was to prevent the exploitation of the design idea by
permitting the boat hull manufacturers to exclude others from making or selling copies94 made by the direct molding process,
also called “reverse engineering.”95 The Florida statute thus constricted useful public knowledge which could have been used
to develop new inventions96 without any guarantee of technological advance (or other benefit to society).97 Further, unlike
traditional state unfair competition laws (such as the Texas trademark statute) that protect the public from deceit, the Florida
statute protected the interests of the manufacturers of the product by providing a monopoly for their products without the
quid pro quo essential to the patent system (i.e., statutory monopoly in exchange for novelty, usefulness, and
nonobviousness).
Second, the Court in Bonito Boats made it clear that states may act to protect intellectual property rights acquired in their
jurisdictions. Justice O’Connor stated that Sears-Compco does not stand for the proposition that federal patent law absolutely
preempts states’ rights to prohibit deceptive simulation of trade dress.98 Citing Sears, Justice O’Connor reiterated that “the
States ‘may protect businesses in the use of their trademarks, labels, or distinctive dress in the packaging of goods so as to
prevent others, by imitating such markings, from misleading purchasers as to the source of the goods.”’99 However, the Court
also limited the impact of Sears-Compco in stating that:
the States may place limited regulations on the circumstances in which such designs are used in order to
prevent consumer confusion as to source. Thus, while Sears speaks in *188 absolutist terms, its
conclusion that the States may place some conditions on the use of trade dress100 indicates an implicit
recognition that all state regulation of potentially patentable, but unpatented, subject matter is not ipso
facto pre-empted by the federal patent laws.101

Thus, while Justice Black had referred only to “the packaging of the goods,”102 the later opinion referred to “trade dress”
generally,103 without specifying only state regulation of “packaging.” Thus, in Bonito Boats, the Court left the door open to
permit state registration of industrial designs of products themselves.
There is another important statement in Bonito Boats that assists in distinguishing the Court’s concerns from the effect of
registration pursuant to the Texas trademark statute. In reviewing the historical coexistence between federal patent law and
state unfair competition law, Justice O’Connor stated that state protection “not aimed exclusively at the promotion of
invention itself” is permissible “when the state restrictions on the use of unpatented ideas [are] limited to those necessary to
promote goals outside the contemplation of the federal patent scheme.”104 Texas trademark law promotes goals that are
outside the realm of federal patent law. Similar to the purposes of the Lanham Act, its goals are to reduce source confusion
and deception in the marketplace.105 Trademarks also reduce information costs of consumers by providing abbreviations for
product sources and quality.106 Further, the Trademark Office, as will be discussed below, will not register functional product
designs.107 The Texas trademark scheme, *189 therefore, does not create a “substantial risk” that inventors of patentable
articles will fail to apply for a patent,108 nor does registration pursuant to the Texas statute remove designs from the public
domain and thus prevent advances in technology,109 which would adversely impact the federal patent law system.
To summarize, the Examining Attorney views section 16.26 of the Business & Commerce Code110 to be a “limited regulation
on the circumstances in which marks (i.e., industrial designs that so function) may be used to prevent consumer confusion.”
Section 16.26 provides that a person commits an infringement when such use or reproduction of a mark “in connection with
selling, offering for sale, or advertising goods … is likely to deceive or cause confusion or mistake as to the source or origin
of the goods [[[.]”111 Thus, the statute does not prohibit any and all copying of a registered configuration mark, only that use
which would cause confusion. The “idea” of the product itself remains in general circulation.112 Such *190 protection under
the state statute merely proscribes those methods of copying “that unfairly usurp the originator’s goodwill.”113 Thus,
registration would not create an obstacle to the accomplishment of the goals of the federal patent scheme.
b) The Fifth Circuit
The Examining Attorney has not found any opinions issued by the Court of Appeals for the Fifth Circuit that would
contradict the foregoing conclusions regarding the registration of product configurations under the Texas trademark statute.114
The Fifth Circuit115 has not specifically ruled as to whether Section 16.26 of the Business & Commerce Code provides an
appropriate basis for supporting an unfair competition claim for copying of a product design,116 nor is there a ruling as to
whether the Trademark Office may register product configurations. The court of appeal’s opinions that addressed the
Sears-Compco issues simply appear to support the traditional view of those cases. For instance, dicta from the relevant Fifth
Circuit cases include the following statements: “an unpatented part of a patented machine may be copied;”117 “this principle
[in Sears-Compco] permits the copying of a *191 product as long as purchasers are not misled as to the true source of the
product;”118 and “[t]he [Supreme] Court also said that state law could make provision for distinctions as to source, such as
labeling, the purpose of which would be to assure that there would be no ‘palming off’ for unfairly competitive purposes.”119
More recently, the court of appeals stated that “[t]he common law has long recognized that an unpatented article ‘is in the
public domain and may be made and sold by whoever chooses.”’120 However, the Fifth Circuit has seemed to recognize the
difference between patent and copyright protection under federal law and trademark protection of “labels:”
The meshing [of Sears-Compco statements regarding copying and labeling] grinds when one tries to apply the reasoning of
those cases to trademarks. Unlike a patent (or a copyright), a mark is nothing more than labeling. It is a facial identification
attached to something, which is thereby encouraged by protective law to assume a secondary meaning. Therefore, even
though a court might not find actual trademark infringement, we feel that it is reasonable to enjoin the use of a “similar” mark
if the mark is used by a competitor for purposes of unfairly competing. At times, the only way to provide adequate distinction
between marks is to enjoin the use of one. In this sense the mark area is quite different from the areas of patent and
copyright. A similar but non-infringing mark would not alone be sufficient to support a finding of unfair competition under
our decision today. But if there are other elements of proof going to show unfair competition, and if the use of a similar mark
has been found to be one such element, and if that mark is used by a competitor unfairly, then we feel that Sears-Compco
does not prohibit injunctive relief against the use of one mark.121
Thus, the Fifth Circuit may have inadvertently, but wisely, stated the position of the Supreme Court as set forth in Bonito
Boats almost twenty years later, viz., that “the States may place limited regulations on the circumstances in which product
design marks are used in order to prevent consumer confusion as to source,”122 and that “all state regulation of unpatented
subject matter is not ipso facto preempted by federal patent laws.”123

4. Application of Analysis to Particular Applications
As required by section 1202.03 of the Trademark Manual of Examining Procedure,124 the examiners in the state Trademark
Office will engage in a two-step process when reviewing applications for the registration of product configurations.
*192 a) Functionality
The examiner will first determine whether the design of the proposed mark is nonfunctional, merely de facto functional, or de
jure functional. A design will be deemed functional as a matter of law when the design appears to be essential to the use or
purpose of the object or if the design affects the cost or quality of the object. The Texas Trademark Office will specifically
follow the Fifth Circuit’s definition of functionality. A configuration is functional and not entitled to trademark or trade dress
protection if it is “dictated by utilitarian characteristics or by the functions that the relevant product or trade dress is intended
to serve,” such that the protection of a feature or configuration “will hinder competition or impinge upon the rights of others
to complete effectively in the sale of goods.”125 Further,
[t]o achieve the status of “functional,” a design or feature must be superior or optimal in terms of engineering, economy of
manufacture, or accommodation of utilitarian function or performance …. A particular design … may serve functions
demanded by the product’s manufacturer, but it is not thereby rendered legally functional--and thus unprotectable--unless the
design is only one of a limited number of equally efficient options and free competition would be unduly hindered by
according that design trademark protection.126
The Trademark Office will look specifically at the following factors.

(1) Existing Patents
The examiner will ask whether the particular design is or was subject to a design or utility patent and whether any patents
exist for similar configurations. Because the Trademark Office is reliant upon information from the applicant,127 the Office
will require that this information be submitted in an affidavit. In addition, the Office will request a copy of the claimed
design.
(2) Applicant’s Advertising
The examiner will review whether the applicant’s advertising touts the functional characteristics of the design proposed for
registration.
(3) Availability of Alternative Designs
The examiner may also request whether there are alternative designs available to support a claim of de facto functionality. If
the applicant states in an affidavit that alternative designs are available that are equally efficient and no more costly to
manufacture, the Trademark Office may conclude that the design is merely de facto *193 functional. The applicant may
supplement the affidavit with copies of advertisements or trade journals that discuss or portray alternative designs.
(4) Impact on Competition
The examiner will also ask for information on whether the design must be available for others to compete effectively. The
configuration will be deemed de jure functional if the answer is yes.
If the evidence and affidavits submitted with the application do not support a finding of nonfunctionality or de facto

functionality, the Trademark Office will make the objection that the design does not function as a trademark.
b) Inherent or Acquired Distinctiveness
If the proposed design mark is not de jure functional, it may be registered if it is (or may be) recognized by consumers as a
source identifier. Such recognition may be accomplished because the design is inherently distinctive or because it has
acquired distinctiveness through extensive advertising and sales. The Trademark Office will follow its standard practice in
determining distinctiveness of the proposed mark.128 If the examiner determines that the proposed mark is nondistinctive, the
Trademark Office will object that the design does not function as a trademark.
c) Disclaiming Functional or Descriptive Portions of the Configuration
Both the description of the mark set forth in the application and the drawing of the mark must indicate clearly the portion of
the product or container which the mark comprises. Broken or dotted lines should be used in the black and white drawing to
indicate the part of the design that is not included in the proposed mark. If dotted lines are used in the drawing, the applicant
should indicate in the written description of the mark that the part of the drawing in broken lines does not form part of the
mark.
5. Disposition of Five Product Configuration Applications Reviewed by the Trademark Office
The Examining Attorney has applied the process described above to several applications. This section of the article
summarizes the disposition or status of five applications involving product configurations. Three of these pertain to a
flashlight, one to an agricultural tractor undercarriage, and one to a pill.
*194 The Examining Attorney determined that two of the three applications for the Black & Decker® “SnakeLight”® should
be registered.129 Based on the examiner’s knowledge of the product and alternative designs, it was determined that the light
portion130 and the closed storage (or hanging) configurations131 of the flashlight were not de jure functional. Next, the
Examining Attorney concluded that the designs were inherently distinctive, and, in particular, that the storage configuration
of the flashlight was strongly reminiscent of other space saving products manufactured by the applicant. The trade dress of
the product thus clearly functioned to identify its source.132 An objection letter has been issued by the Trademark Office
regarding the application for the coiled configuration of the “SnakeLight.”®133 Because of the applicant’s advertising, which
touts the functional aspects of the design and product, the Examining Attorney concluded that the coiled portion of the
flashlight is probably de jure functional. Therefore, the Trademark Office has requested information concerning the existence
of a patent, alternative designs, and the like. The applicant will be required to amend the description of the mark (to exclude
that portion of the design) and to amend its drawing to include dotted lines (an effective disclaimer) for the coiled portion of
the product.
An objection letter has also been issued for the application for the registration of the design of an agricultural tractor
undercarriage.134 The Trademark Office specifically asked for the information discussed in paragraphs (1) through (5) above.
This information must to be submitted by the applicant in affidavit format.
Finally, the Trademark Examining Attorney registered the product configuration of a hexagonal shaped pill with the
impression of a triangle thereon.135 The examiner initially determined that the design was not de jure functional and,
therefore, focused the review on whether the design acted as a source identifier. The examiner’s determination of the
functionality issue might have seemed premature given that any evidence of the design’s utility rests with the applicant.136
Nevertheless, the Examining Attorney concluded that the design was complex *195 (which may increase the cost of the
production of the product) and that alternative designs are available to competitors. Therefore, the Trademark Office could
move forward to determine whether the design functioned as a source identifier.
Accordingly, in the first objection letter, the Examining Attorney questioned whether the product design functioned as a
trademark and requested that the applicant submit evidence of acquired distinctiveness, such as the number of persons to
whom the product is sold, use on any related products of the applicant, advertising expenditures, volume of sales, and the
like.137 It was not clear to the Examining Attorney that the purchasing public would immediately recognize the configuration
as an indicator of a source of goods, rather than as mere decoration.138 In response to the objection, the applicant provided

evidence from the Physicians’ Desk Reference139 and of federal registrations of similar products that indicated that the
particular design was inherently distinctive. Accordingly, the mark was registered pursuant to Section 16.11 of the Texas
Business & Commerce Code.140
F. When Is a Service Mark Used in Texas?
The other significant action taken recently by the Trademark Office was a final action issued by the Office of the Secretary of
State. The action, which was prepared by the Examining Attorney and approved by the Deputy Director of Corporations
Section, the Deputy Assistant Secretary of the Statutory Filings Division and the Assistant Secretary of State, denied
registration of the phrase “KER & DOWNEY” as a service mark for the services described as “arranging travel and safari
services and travel tours” (the description, as amended).141 The following is a summary of the application and the analysis of
the Trademark Examining Attorney, both of which are public information.142
1. Summary
The applicant, Ker & Downey Safaris Ltd., sought to register the mark “KER & DOWNEY” for “arranging travel and safari
services and travel tours.” The Examining Attorney opposed registration on the grounds that the mark proposed for *196
registration is not “used” in Texas as required by section 16.02(b) of the Texas Trademark Act.143 That provision requires,
inter alia, that a mark be used or displayed in connection with selling or advertising of the services.144 A specimen submitted
with an application must show how the mark is used or displayed in commerce. A specimen should also indicate that the
applicant is rendering the service described in the application, that such service is performed for the benefit of others, and that
the service is sufficiently distinct from the applicant’s performance of other services. Further, the specimen must indicate that
the service is rendered in the state of Texas.145
In the case of the Ker & Downey mark, the Examining Attorney’s analysis concluded that the application failed to support
registration because the specimens did not show that the applicant was selling, advertising, or rendering in Texas the
“service” described in the application; the described “service” was not “sufficiently distinct from the applicant’s performance
of other services;” and the applicant’s actual services were not rendered in Texas. For these reasons, “KER & DOWNEY”
did not function as a service mark in the state of Texas and registration could not issue.
2. The Applicant Was Not Selling, Advertising, or Rendering in Texas the Services Described in the Application.
Through its counsel, the applicant asserted that it had been using the mark in Texas in connection with the described services
since 1948. The Trademark Office requires that the alleged use of the mark in Texas commerce through the advertising and
rendering of services must be demonstrated in the application by means of specimens.146 Specifically, the specimens must
show how the mark is used in connection with the services and, therefore, how the average purchaser would encounter the
mark under normal advertising or marketing of such services. Review of the specimens also suggests what the reaction of the
average consumer would be to the display of the mark.147
The Secretary of State recognizes that “arranging travel safari tours in Africa” is a legitimate service for which registration
may issue.148 However, the numerous specimens submitted with the application did not support service mark use of “KER
*197 & DOWNEY” for those or similar services. The Examining Attorney did not find that the specimens showed the
proposed mark used in connection with distinct “arranging travel tours and safaris” services. Instead, the specimens indicated
that the applicant arranged and conducted various safaris and made supplemental arrangements for fishing excursions,
memberships in clubs, required licenses, and the like, but such arrangements were all part of the safari trip itself. This was
clearly seen, for instance, on the applicant’s glossy green brochure, which showed a photograph of a truck with riders on a
safari, and which was entitled “Ker & Downey Safaris” … “The Oldest Safari Company in Africa.” No elements on that
brochure or on any other specimen gave the commercial impression that the applicant provided travel tour services beyond
the scope of what was by necessity included in arranging a safari. This conclusion was also supported by the fact that there
was no Texas contact or address on the brochure to which a Texas customer could go to alter or clarify services, which is the
custom in the travel agency business. Moreover, there was no evidence that the applicant offered these services to persons
other than to its own customers who had already committed to purchasing a safari excursion.149 The specimens showed that
arrangements are made by letter, telex, or facsimile with the applicant’s office in Kenya or by the customers themselves in
conjunction with planning the details of the safari. Moreover, it is clear to this Office that providing information about game

areas, meals, or appropriate clothing and inoculations does not support the distinct service set forth in the description of
services.
*198 3. Arranging Travel and Safari Services and Travel Tours Was Not Sufficiently Distinct from the Applicant’s
Other Activities to Support Registration.
The Examining Attorney discussed this issue at length in the earlier objection letters and, accordingly, referred the
applicant’s counsel to each of those letters. At the time the final action was prepared, the Secretary of State continued to find
that the holdings of the TTAB in In re Landmark Communications, Inc.,150 and related cases151 (which were discussed in the
previous actions) applied to the subject application. That series of cases requires that the Trademark Office examine what is
the applicant’s principal activity152 and determine whether the services described in the application are separately
recognizable from anything necessarily done in connection with the sale of the principal services rendered by the applicant.
Stated otherwise, the examiner must ask whether the activity embraced by the description of services in the application is in
any material way a different kind of economic activity than what any purveyor of the principal service necessarily provides.153
The applicant’s counsel argued that the applicant was rendering services in Texas because it dealt directly with Texas clients
and made “substantial arrangements” with them prior to the actual safari excursion. Such alleged “services” include planning
meals, discussing game to be viewed, and optional activities (such as fishing or hot air ballooning), and the like. Counsel’s
argument, however, begged the question whether “KER & DOWNEY” functioned as a service mark in Texas. As discussed
in Part II of this article, the applicant did not provide an adequate specimen showing that the described services are advertised
or rendered in Texas in connection with the mark. The specimens submitted clearly indicated that the “substantial
arrangements” were made in preparation for the safari and were *199 tied inextricably to the purchase by the Texas clients of
the safari services from the applicant.
Counsel attempted to distinguish between In re Landmark Communications and related cases and the subject facts based on
the specific differences between the various fact situations. For example, the applicants in those cases had already registered
a trademark or service mark and “were improperly seeking to obtain a further registration.”154 Admittedly, the Ker & Downey
application differed from these cases in that the applicant did not have a current registration for safari services. However, the
applicant counsel’s argument failed to consider the analyses in subsequent cases before the TTAB and the Federal Circuit
regarding the definition of “service.” A pattern of decisions155 supports the conclusion that the Secretary of State must
determine whether the applicant’s activities are qualitatively different from what sellers of safari services normally provide.156
In In re Forbes,157 the applicant sought to register the slogan “NO GUTS NO STORY” for its advertising services. The TTAB
determined whether those activities were “sufficiently independent” from the applicant’s publishing activities. Pursuant to the
test set forth in In re Advertising & Marketing Development Inc.,158 the TTAB inquired as to whether the advertising services
of the applicant were wholly separate from its customers’ advertising and sale of its services.159 More relevant to the subject
application, the TTAB also asked whether the applicant actually used the mark to identify the services in connection with
which registration was sought. The TTAB looked at whether the slogan was used in conjunction with any goods or services
other than its advertising services. This use by the applicant of a mark different from that used in connection with the
applicant’s principal goods or services “tends to show that applicant’s advertising services constitute an activity *200
separate from its principal activity of publishing periodicals.”160 Further, the TTAB determined that the sale of advertising
space in a periodical and the sale of the periodical itself confer different benefits on different purchasers.161 In a similar case,
the TTAB found material the following facts: that there was a separate charge for the additional services and that the
applicant’s goods were available for sale without the additional services.162
The cases cited in the final action clearly show that the Secretary of State may review the applicant’s specimens to determine
its principal activities, how the proposed mark is used by the applicant, whether the proposed mark identifies and
distinguishes the services described in the application, and whether the described services constitute a qualitatively different
activity from the mainline service. The review by the Trademark Office of the specimens submitted with the application
indicated that the applicant’s principal activity is to organize and operate safari services. Further, the applicant did not use the
mark “KER & DOWNEY” to promote or to identify the services in connection with which registration was sought. The
additional activities on the part of the applicant appeared to be inextricably connected to the purchase of the principal service
and a necessary or customary accommodation to its customers. The applicant did not show that different purchasers received
different benefits, that the applicant charged above its safari fees for the making of the additional arrangements (as opposed
to the surcharges for the balloon rides, etc.), or that its travel arrangement “services” were available without the purchase of

the safari. Moreover, while the applicant’s safari customers used a travel agent on one occasion to make their flights to Africa
and similar arrangements, the applicant’s counsel stated that the particular incident was a “rare occasion” and that the
“applicant deals directly with an individual Texas client in the arrangement of safari and travel tours.” Accordingly, the
applicant’s customers had no real options regarding from whom they made their travel plans or through whom they can
purchase meals or hot air balloon rides, or the like, in conjunction with the purchase of the safari services. Finally, Ker &
Downey, Ltd. was not promoting a travel tour service under a distinctive designation such as in the manner discussed in *201
In re Holiday Inns.163 For these reasons, the Secretary of State determined that “arranging travel and safari services and travel
tours” was not sufficiently distinct from the applicant’s other activities to support registration; thus, it concluded that the
proposed designation was not registrable.
4. The Applicant’s Activities Are Not Rendered in Texas.
Prior to the applicant’s amendment of its description of services from “arranging and conducting travel and safari services
and travel tours” (class 41) (emphasis added) to “arranging travel and safari services and travel tours” (class 39), the
Examining Attorney addressed the issue of whether the applicant was rendering its services in Texas. To summarize, the
Examining Attorney stated that the Texas trademark statute, as interpreted by the Fifth Circuit, requires that the applicant
must render its services in actual trade in Texas so that Texas consumers will actually connect the service mark with the
particular services described in the application.164 This is a more difficult standard to meet than that which exists under federal
law. Case law that addresses section 45 of the Lanham Act165 defines “use in commerce” as “affecting” interstate commerce
that Congress lawfully may regulate.166 Because the applicant had neither provided an adequate specimen to show that “KER
& DOWNEY” was used in Texas in connection with “arranging travel and conducting safari services and travel tours” (the
original description of services), nor had the applicant shown that there were other activities sufficiently separate from its
principal service for registration to issue, the Secretary of State determined that the applicant was not rendering services in
Texas.
However, the applicant’s counsel averred that the applicant rendered services in Texas because many of its alleged “services”
were conducted with Texas clients by correspondence, for example, by letter, facsimile and cable. Alternatively, counsel
stated that services are carried out in Texas “in-person.” Counsel provided examples of “services” rendered in Texas the
provision by hand-delivery of a supply or packing list for its safari customers and receipt of payment from Texas clients in
person. The first problem with this argument is that it, again, begged the question as to whether the activities listed by
counsel may be viewed as aspects of a registrable service under trademark law.
Second, although the specimens clearly indicated that the applicant advertised its safari services in Texas and that Texas
residents purchased those services, such use by Texas residents of services in Africa does not constitute technical use of the
*202 service mark for purposes of obtaining a registration in Texas.167 Merely affecting Texas commerce does not constitute
trademark use; moreover, mere advertising in or contact through reputation in the state does not support registration.168 That a
mark has no existence apart from the goods or services with which it is used is a well-settled principle of trademark law.169
Section 16.02(b) of the Texas Business & Commerce Code requires actual use of the mark in this state.170 Accordingly, the
Examining Attorney concluded that it should be interpreted in the same manner that section 1 of the Lanham Act was
interpreted prior to the Trademark Law Revision Act of 1988.171 Prior to the amendment, “an applicant for registration of a
trademark in the United States was not entitled to file an application until the applicant actually used the mark in the U.S.
commerce in connection with particular goods or services.”172 Similarly, the application before the Secretary of State must
show that the mark is actually used in Texas commerce.
Further, in Linville v. Rivard,173 the petitioner Linville sought to cancel (on the basis of abandonment) the registration of
“ULTRACUTS” owned by Rivard, which had been registered in the United States based on its Canadian registration
pursuant to section 44(e) of the Lanham Act.174 In determining whether the respondent actually used the mark in the United
States, the TTAB examined the following factors: that the respondent advertised its services using radio commercials that
were heard in Canada and in the United States; that the services were advertised in Canadian newspapers, which were often
read by U.S. citizens; that the respondent sold various services and products to U.S. citizens; and that respondent distributed
promotional “giveaways” in the United States. The respondent also argued that “his services were rendered in commerce
because of ‘the effect on commerce’ which was *203 created by his business, that is, customers must travel from the United
States to Canada in order to obtain his services, and therefore the customers traveled in commerce.”175 This line of argument
is similar to counsel’s averments that because the applicant deals with Texas clients and affects Texas commerce, the
applicant is rendering services in the state of Texas. The TTAB found that respondent Rivard had not used the mark in the

United States for five years, stating that “activity outside of the United States is ineffective to create rights in marks within
the United States.”176 The Secretary of State similarly concluded that the applicant’s minimal contacts with Texas residents
did not equate to actual use of the mark or to rendering of the applicant’s services in this state. Accordingly, registration was
not issued.
For the reasons explained above, the Office of the Secretary of State reaffirmed its prior objections to registration and finally
rejected, pursuant to section 16.02(b),177 the application for registration of the proposed mark “KER & DOWNEY” for
arranging travel and safari services and travel tours. The applicant may seek further review of this action pursuant to section
16.24 of the Business & Commerce Code.178 As of January 1, 1996, the Secretary of State has not been informed of any such
action.
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