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I. Introduction
Section 112, paragraph 2 of the Patent Act provides that “[t]he specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”1 The failure
to particularly point out and distinctly claim the invention is frequently a basis for attacking and occasionally invalidating a
patent claim.2 But paragraph 2 provides another, less obvious, basis for rejecting and invalidating patent claims. When the
record reflects a discrepancy between what the applicant has claimed and *258 what he regards as his invention, this
paragraph has been used by the Patent and Trademark Office (PTO) to reject claims, and by the courts to invalidate them.3
This Article addresses the requirement in section 112, paragraph 2 that the applicant claim what he “regards as his
invention.”4 Part II discusses the requirement’s historical origin. Part III explains the manner in which the “regards as his
invention” requirement has been applied by the PTO and the courts. Finally, Part IV offers practical advice to the practitioner
on how to avoid the potentially disastrous consequences of claiming something other than what the inventor genuinely
regards as his invention.

II. The Origin of the “Regards as His Invention” Requirement
The first Patent Act of 1790, and the Patent Act of 1793 which replaced it, contained no specific requirement that the
patentee claim “what he regarded as his invention.” The 1790 Act’s counterpart to the current section 112 provided that
the grantee or grantees of each patent shall, at the time of granting the same, deliver to the Secretary of State a specification
in writing, containing a description, accompanied with drafts or models, and explanations and models … of the thing or
things, by him or them invented or discovered, and described as aforesaid, in the said patents; which specification shall be so
particular, and said models so exact, as not only to distinguish the invention or discovery from other things before known and
used, but also to enable a workman or other person skilled in the art or manufacture, whereof it is a branch, or wherewith it
may be nearest connected, to make, construct, or use the same, to the end that the public may have the full benefit thereof,
after the expiration of the patent term ....5
The 1793 Act merely restated this requirement, concluding that the inventor
shall deliver a written description of his invention, and of the manner of using, or process of compounding the same, in such
full, clear and exact terms, as to distinguish the same from all other things before known, and to enable any person skilled in
the art or science, of which it is a branch, or with which it is most nearly connected, to make, compound, and use the same.6
In 1822, the U.S. Supreme Court in Evans v. Eaton7 addressed the requirements of the patent specification under the 1793
Act. Writing for the majority, Justice Storey stated that the specification has two objectives, one of which “is to make known
the manner of constructing the machine … so as to enable artizans to make and use it, and thus to give the public the full
benefit of the *259 discovery after the expiration of the patent.”8 The second objective, according to Storey, is “to put the
public in possession of what the party claims as his own invention, so as to ascertain if he claim anything that is in common
use, or is already known, and to guard against prejudice or injury from the use of an invention which the party may otherwise
innocently suppose not to be patented.”9 As the Court explained: “We do not say that the party is bound to describe the old
machine; but we are of opinion that he ought to describe what his own improvement is, and to limit his patent to such
improvement.”10
The second objective was expressly incorporated into the Patent Act of 1836, which directed that the inventor
shall deliver a written description of his invention or discovery, and of the manner and process of making, constructing,
using, and compounding the same, in such full, clear, and exact terms, avoiding unnecessary prolixity, as to enable any
person skilled in the art or science to which it appertains, or with which it is most nearly connected, to make, construct,
compound, and use the same … and shall particularly specify and point out the part, improvement, or combination, which he
claims as his own invention or discovery.11
This requirement was carried forward in the Patent Act of 1870, which contained a provision, R.S. 4888, requiring the
inventor to file in the Patent Office a written description of the invention with the Patent Office, including
the manner and process of making, constructing, compounding, and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art or science to which it appertains, or with which it is most nearly connected, to make,
construct, compound, and use the same; … and he shall particularly point out and distinctly claim the part, improvement, or
combination which he claims as his invention or discovery.12
The Patent Act of 1952 did not significantly alter the long-standing requirements of patent specifications, except to require
separate paragraphs for the written description and the statement of what the applicant regarded as his invention in order to
emphasize the “distinction between the description and the claim.”13
In discussing the requirement that the applicant particularly point out and distinctly claim what he regards as his invention,
early cases tended to differentiate between the prior art and what the applicant actually claimed as new. For example, *260 in
General Electric Co. v. Wabash Appliance Corp.,14 the U.S. Supreme Court invalidated claims relating to filaments for an
electric incandescent lamp, because after comparing the claim language with the descriptions of the prior art, the Court
concluded that the patentee “did not adequately set out ‘what he claim ed to be new”’ and did not “make claim to a distinct
improvement.”15 Four years later, relying on its decision in General Electric, the Court in United Carbon Co. v. Binney &
Smith Co.16 held certain patent claims invalid for indefiniteness because they failed to give adequate “notice required by the

statute.”17 Confusing the requirements of claim definiteness and claim distinctness with novelty, the Court held that “ t he
statutory requirement of particularity and distinctness in claims is met only when the inventor clearly distinguish es what is
claimed from what went before in the art and clearly circumscribe s what is foreclosed from future enterprise.”18
The requirement that patent claims conform to what the inventor regards as his invention began to form out of the judicial
and legislative mist from which the patent law was shaped in the early 1800s. Yet, it was many years before the courts first
addressed the circumstance where the claims—though sufficiently distinct to meet the requirements of particularity and
distinctness—covered subject matter that the applicant did not “regard as his invention.” Even today, claims are rarely
rejected or invalidated because of a failure to meet the “regards as his invention” requirement, and this potential snag in the
law is widely unappreciated by patent practitioners.
Among the earliest cases to squarely address the effect of a discrepancy between an applicant’s claims and what the applicant
regards as his invention, was a patent infringement action brought in the Southern District Court of New York in 1956. In
Guide v. Desperak,19 the court invalidated a patent because the claims covered more than what the applicant invented.20 The
claims at issue covered a sewing machine attachment by which precut, circular material in flat form could be *261 sewn
together with spiral stitching.21 At trial, the plaintiff’s expert witness testified that the inventive aspect of the patent was the
use of a U-shaped bar to hold the hemispherical workpiece in place.22 Relying on the U.S. Supreme Court’s decision in
Lincoln Engineering Co. v. Stewart-Warner Corp.,23 the district court held that the claims describing that feature were too
broad since they merely improved upon one element of an old combination.24 Drawing upon Justice Storey’s opinion in
Evans v. Eaton, the court held that claims to combinations which incorporate more than the applicant’s invention violate
section 112.25
On appeal, the Second Circuit reversed the district court’s decision regarding section 112, stating that an old combination
containing an improvement in a single element could nevertheless be patented.26 However, the court ultimately affirmed the
lower court’s finding of invalidity on the alternate ground of obviousness.27
Guide signaled the beginning of the intermittent, but oft-times fatal, scrutiny of the “regards as his invention” requirement of
section 112, paragraph 2. In cases that followed, the PTO and the courts began to reject or invalidate claims where the record
reflected that such claims did not correspond to what the applicant regarded as his invention. As will be seen, this problem
has arisen in a variety of contexts.
III. The Application of the “Regards as His Invention” Requirement
A. In the Patent and Trademark Office
Another early case to deal with the “regards as his invention” requirement, In re Borkowski,28 made clear that claims are
presumptively considered to cover what the applicant regards as his invention in the absence of contrary evidence in the
record.29 In Borkowski, the examiner rejected the applicant’s claims under section 112, paragraph 2 because the examiner
concluded that the claims were broader than the disclosure.30 However, Justice Rich of the Court of Customs and Patent
Appeals *262 (CCPA), reversed the Patent Office Board of Appeals (which had affirmed the examiner’s rejection) stating:
We cannot agree that § 112 permits of such an approach to claims. The first sentence of the second
paragraph of § 112 is essentially a requirement for precision and definiteness of claim language. If the
scope of subject matter embraced by a claim is clear, and if the applicant has not otherwise indicated that
he intends that claim to be of a different scope, then the claim does particularly point out and distinctly
claim the subject matter which the applicant regards as his invention. That is to say, if the “enabling”
disclosure of a specification is not commensurate in scope with the subject mater encompassed by a
claim, that fact does not render the claim imprecise or indefinite or otherwise not in compliance with the
second paragraph of § 112; rather, the claim is based on an insufficient disclosure.31
The cases where the PTO has rejected a patent for failing to meet the “regards as his invention” requirement can be organized
into three categories: (1) cases avoiding application of the mental steps doctrine; (2) chemical cases where the claims
encompass inoperative species; and (3) “overclaiming” cases where the claims are broader than the invention described in the
specification.

1. The “Mental Steps” Cases
Section 101 of the Patent Act, which defines patentable subject matter, has been held to exclude such things as scientific
theories, pure mathematics, and laws of nature.32 Under the so-called “mental steps doctrine,” no patent can be obtained for
methods involving human participation as an essential element.33 The “regards as his invention” requirement has come up
several times in the context of the mental steps doctrine.
In re Prater,34 one of the earliest such cases, involved an appeal to the CCPA from the Patent Office Board of Appeals. The
Patent Office Board of Appeals had affirmed the examiner’s rejection of the applicant’s method and apparatus claims, which
were directed to the processing and analysis of spectrographic data used to produce quantitative spectrographic charts.35 The
PTO took the position that the process claims were readable on mental processes, since the only physical limitation was the
generation of tangible graphs, which the PTO argued could be accomplished by merely sketching the results on paper.36 The
appellants acknowledged in their appeal brief that the process claims (viewed apart from the disclosure) were broad *263
enough to cover the process of drawing the graphs by hand.37 However, in seeking to avoid a section 101 rejection, the
appellants urged that the claims could not be viewed in the abstract but had to be read in light of the specification (which
disclosed that the process was to be carried out on a digital computer). Thus, the appellants contended that the patent only
covered the machine-implemented process.38 Nevertheless, the CCPA held the claims to be invalid under section 112,
paragraph 2:
Inasmuch as claim 9, thus interpreted, reads on subject matter for which appellants do not seek coverage, and therefore tacitly
admit to be beyond that which “applicant regards as his invention,” we feel that the claim fails to comply with 35 U.S.C. §
112 which requires that “[t]he specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.” This is true notwithstanding appellants’ disclosure
of a machine-implemented process.39
Refusing to read limitations from the specification into the claims, the Court stated that “claims not yet patented are to be
given the broadest reasonable interpretation consistent with the specification during the examination of a patent application
since the applicant at that time may then amend the claims.”40 Having rejected the claim in question under section 112,
paragraph 2, the court found it unnecessary to address the section 101 patentable subject matter issue.41
Prater highlights an important issue that runs through the “regards as his invention” cases—the evidence supporting a
rejection for failure to meet the “regards as his invention” requirement is, in most cases, unwittingly supplied by either the
inventor or his counsel. This problem, and strategies for avoiding it, will be considered in Part IV.
Shortly after the decision in Prater, the CCPA decided In re Bernhart42 and In re Mahoney,43 two cases in which the mental
steps doctrine was again at issue. In both of these cases, the CCPA reversed the PTO’s “regards as his invention” *264
rejections.44 In both cases, however, the process claims survived a section 112, paragraph 2 attack for two reasons. First, the
specifications were directed only to machinery for carrying out the processes.45 Second, the claims in Bernhart required both
a digital computer and a planar plotting apparatus to carry out the method,46 while the claims in Mahoney contained the terms
“bit stream” and “bit,” both of which could only be read as excluding mental performance of the claimed processes.47 Thus,
the CCPA found no discrepancy between what the claims covered and what the inventor regarded as his invention.48
More recently, in In re Foster,49 the CCPA upheld a section 112, paragraph 2 rejection of method claims directed to the
processing of seismograms to compensate for signal distortion. The rejection was upheld because the term “signals,” as used
in the claims, could be construed to include visible patterns generated by manual manipulation.50 Here, as in Prater, the
applicants’ counsel rushed in to save the claims from a section 101 rejection, taking the position that the applicants intended
the claims to cover only the machine implementation of the process as opposed to any mental implementation of it. This
probably saved the claims from a section 101 death by “hanging,” only to perish by a section 112, paragraph 2 “shooting.”
The court, quoting the Patent Office Board of Appeals, explained:
To the extent that appellants have declared their intention not to claim herein a procedure that could be
carried out manually but nevertheless have presented claims 26 and 27 which are so broad as to embrace
a manual computation, or at most one using an electric desk calculator, these claims fail to point out that
which appellants regarded as their invention as is necessary under 35 U.S.C. section 112.51

2. The “Inoperative Species” Cases
The inventor may also find himself faced with a section 112, paragraph 2 rejection if his claims are drawn to chemical
compositions that read on a substantial number of inoperative species. In In re Corkill,52 the claims on appeal involved a
detergent composition that called for, inter alia, an aluminosilicate ion exchange *265 material with a particle size diameter
between 0.1 microns and 10 microns.53 Three inconsistent declarations were filed on behalf of Corkill. At least one of these
declarations stated that particles larger than 10 microns were unacceptable,54 while another declaration indicated that
agglomerates up to 100 microns in diameter would lead to acceptable results.55
Corkill argued that simple experimentation would show which particles were deficient in achieving the desired exchange rate
and should therefore be excluded.56 However, the Federal Circuit, relying on the declarations submitted by the inventor,
stated that the evidence submitted by Corkill showed that the claims did not correspond in scope to what the inventors regard
as their invention.57 “Claims which include a substantial measure of inoperativeness,” said the court, “are fairly rejected under
35 U.S.C. section 112.”58
3. The “Overclaiming” Cases
In other cases, claim rejection has been upheld on the grounds that the claims were too broad because they covered subject
matter not disclosed in the specification. While this could be viewed as a section 112, paragraph 1 inadequate disclosure
problem, the PTO has often-times addressed this issue as a violation of the “regards as his invention” requirement of section
112, paragraph 2.
The patent at issue in In re Cormany59 involved a solvent known as methylchloroform, which could be used for industrial
degreasing in both liquid and vapor phases.60 Claim 12 of the patent called for the addition of nitromethane and nitroethane in
sufficient quantity to stabilize liquid methylchloroform refluxing under atmospheric conditions.61 The PTO rejected this claim
for indefiniteness under section 112, paragraph 2 because the degree of stabilization was not clearly defined.62
Looking to the patent, the court pointed out that the claim was not indefinite because the specification clearly disclosed the
use of as little as 0.5 weight percent *266 nitroalkane.63 However, when the court reviewed the two Rule 132 affidavits filed
in the case, it became clear that the appellants did not regard the addition of 0.5 weight percent nitroalkane alone as being
sufficient to stabilize the compound. Therefore, this parameter was not regarded as being within the scope of the invention.64
Applying the “regards as his invention” requirement, the court held:
Appellants’ affidavits make clear that this is not an “amount … large enough to stabilize” under the test
conditions prescribed in these claims and that they do not regard it as within their invention. These
claims, therefore, do not particularly point out and distinctly claim what appellants regard as their
invention and do not comply with § 112, second paragraph. For this reason alone their rejection must be
affirmed.65
In In re Conley,66 the PTO rejected a claim involving an invention that related to paper coatings and to a method of producing
an improved dry particulate coating pigment.67 The PTO rejected the process claims for indefiniteness under section 112,
paragraph 2 because they called for, inter alia, the forming of “a satin white composition in aqueous suspension” but did not
specify the operative proportions of satin white and kaolinate required.68 The CCPA reversed, finding that the claims were
definite because, according to the court, it was clear that if a person “form ed a satin white compound in aqueous
suspension,” that person would infringe the claim.69 In a separate part of the opinion relating to the “regards as his invention”
requirement, the court pointed out:
[O]ccasionally the first sentence of the second paragraph of § 112 has been relied upon as a basis for
rejection of a claim, not because of “indefiniteness” of the claim language but because the language used
did not particularly point out and distinctly claim the subject matter which the applicant regards as his
invention. This portion of the statutory language has been relied upon in cases where some material
submitted by applicant, other than his specification, shows that a claim does not correspond in scope with
what he regards as his invention. There has been no reliance here on anything other than appellants’
specification to suggest this as a basis for the second paragraph rejection made.70

The CCPA’s holding in Conley echoes its earlier holding in Borkowski, namely that there is no basis for rejection under the
“regards as his invention” requirement of section 112, paragraph 2 unless there is evidence beyond the specification *267
suggesting a difference between what is claimed and what the applicant “regards as his invention.”71 The same variance
between the scope of the specification and the claims resulted in a PTO rejection under the “regards as his invention”
requirement in In re Ehrreich.72
B. By the Courts
The “regards as his invention” requirement can also be violated where evidence in the record shows that inventorship has
been incorrectly identified. In Bontrager v. Steury Corp.,73 the prosecution history indicated irregularities in the filing of the
Bontrager patent application.74 Moreover, Bontrager admitted at trial that his patent claims covered subject matter conceived
by one of his colleagues.75 On that record, the Indiana district court held that the failure to join the colleague as an inventor,
while including his concepts in the patented claims, rendered the claims invalid under section 112.76
A somewhat similar problem occurred in Brennan v. Mr. Hanger, Inc.77 There, evidence produced at trial showed that certain
claim language had been added at the suggestion of the PTO examiner after all the claims had been rejected in view of the
prior art.78 Unfortunately the patent specification did not mention the relationship described in the examiner’s suggested
language, much less disclose its functional significance.79 Indeed, the application’s drawings and specification *268 showed a
structure that was directly contrary to the revised claim language.80 The trial court held the claims to be invalid under 35
U.S.C. § 112, ¶1 because the specification failed to disclose the claimed invention. However, the court went on to say that
claim 1 “clearly did not satisfy the requirement of ‘particularly pointing out and distinctly claiming’ the alleged invention, as
established by 35 U.S.C. § 112, and would probably be invalid for that reason if no other.”81
In other cases, the distinction between what is claimed and what the applicant “regards as his invention” is clear. In General
Electric Co. v. United States,82 two claims in suit were held invalid because the prosecution history revealed that the subject
matter of the claims added during prosecution was clearly not what the applicants regarded as their invention.83 Claims 35 and
36 in this case were drawn to a positional control system used to maintain positional correspondence between two objects
while eliminating the problem of “hunting.”84 The specification stated that the anti-hunting means recited in the claims was
intended to generate a modifying signal only during changing drive motor current conditions.85 Moreover, the applicants
argued during prosecution of the patent that the anti-hunting means responded only to changes in the current supplied to the
driving motor.86 However, the claims failed to recite a transformer, which the specification noted was an essential element of
the combination because it prevented generation of a modifying signal by the anti-hunting means under constant current drive
motor conditions.87 Finding that the combination as claimed was inoperative, the court held the claims to be invalid under
section 112, paragraph 2.88
In Inpro, Inc. v. A.W. Chesterton Co.,89 the inventor’s own pretrial deposition was his undoing, leading ultimately to summary
judgment on the basis that all of the claims in suit were invalid under 35 U.S.C. § 112, ¶2.90 The patent-in-suit covered a
labyrinth seal “used in bearing housings to prevent egress of lubricating fluid and *269 the ingress of contaminants.”91 During
his deposition, the inventor identified three features that he believed distinguished the claimed invention from prior art seals:
(1) the slots in the flange of the rotating cap; (2) the exit hole used to expel contaminants; and (3) the recess in the stationary
ring, which had a certain minimum depth to contain and control contaminants.92 The inventor also testified that the invention
would not work satisfactorily without the exit hole.93 Rebuffing the patentee’s efforts to read these limitations into the
claims,94 the court held the claims invalid under section 112, paragraph 2 because they omitted critical limitations and
elements that the applicant regarded as essential to his invention.95
Although the Federal Circuit has yet to affirm the invalidation of a patent claim in an infringement action based upon a
discrepancy between what is claimed and what the applicant regards as his invention, the court’s opinion in Stiftung v.
Renishaw, PLC96 suggests that, on proper facts, it would endorse such a holding.97 The patent at issue in Stiftung involved
devices for measuring the dimensions of objects to extremely fine precision. The district court invalidated claim 3 of the
patent under section 112, paragraph 2, for failure to claim what the inventor regarded as his invention, on the theory that the
claim failed to recite any electrical circuitry or other signaling means (which the specification stated was necessary for a
complete probe).98 However, claim 3 was not directed to a probe per se, but rather to a device whose function was simply to
mount a stylus in a position-determining apparatus—a device that had utility separate and apart from any signaling means.99

Consequently, the Federal Circuit reversed the district court, pointing out that the *270 district court’s holding was based on
a misconstruction of the claim and a misunderstanding of the applicable provisions of patent law.100
IV. Ensuring That the Inventor Claims What He Regards as His Invention
An analysis of the foregoing cases reveals that the evidentiary basis for rejecting or invalidating claims under the “regards as
his invention” requirement of section 112, paragraph 2 is usually a matter of inattentive patent prosecution or perhaps
inadequate witness preparation. As these cases make clear, arguments made during prosecution, as well as declarations and
depositions submitted by or on behalf of the inventor, can supply the factual basis necessary to support a “regards as his
invention” rejection or invalidation.
Several lessons can be learned from these cases that may assist counsel in ensuring that the inventor correctly and
consistently claims what he regards as his invention. First, the inventor must be correctly identified, and if necessary,
inventorship should be corrected during the prosecution of a patent. Patent counsel must resist the temptation to assist the
inventor by suggesting technical and engineering details concerning the invention; claiming concepts suggested by patent
counsel could violate the “regards as his invention” requirement if the counsel is not named as a co-inventor. Also, counsel
should make sure that any claim language introduced at the suggestion of the patent examiner is within the scope of what the
inventor regards as his invention. It is good practice to review such proposed claims with the inventor before the notice of
allowance and to have the inventor execute a supplemental declaration.101
Second, counsel should ensure that the inventor and other witnesses fully understand the theory of the invention, how it
advances the art, and which elements and limitations in the claims are essential to the invention. Although counsel should not
“coach” a witness as to the facts, it is counsel’s responsibility to make sure that the inventor or witness understands what the
claimed invention is, how it differs from the prior art, and how careless answers to questions concerning what the inventor
regards as his invention could have an adverse impact on the patent’s validity.102
Third, counsel should make sure that all attorneys involved in prosecuting a patent application understand the invention; that
they communicate with the inventor concerning the invention at all times during the prosecution of the application; and *271
that they do not advance arguments inconsistent with what the applicant “regards as his invention.”
Fourth, patent counsel should be circumspect about arguments made to the PTO concerning claim coverage. If the claims,
read literally, are at variance with statements about what the invention is intended to cover, this could create a “regards as his
invention” problem.
Finally, counsel should ensure that the claims recite the features the inventor regards as being essential to the invention. This
requires communication at the time of disclosure and throughout the prosecution of the case, as well as careful preparation of
the inventor in the event he testifies at a deposition or trial in a patent infringement case.
V. Conclusion
The requirement in section 112, paragraph 2 that patent claims particularly point out and distinctly indicate “what the
applicant regards as his invention” is not widely appreciated as a basis for claim rejection or invalidation. Patent solicitors
and litigators alike need to appreciate the consequences of a discrepancy between what the claims cover and what the
applicant believes he invented. Such insight can be crucial in both defending and challenging patent claims.
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